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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

BELLSOUTH INTELLECTUAL
PROPERTY CORPORATION,

)
)
)
Opposer, ) In the matter of Application
) Serial No. 76/619,826
)
)
)
)
)

V. Mark: CELL BELLS

DAVID SHYMATTA Opposition No.

Applicant.

NOTICE OF OPPOSITION

Opposer, BellSouth Intellectual Property Corporation (“BIPCO”), a Delaware
corporation located at 824 Market Street, Suite 901, Wilmington, Delaware 19801, believes
that it will be damaged by the registration of Applicant’s CELL BELLS mark (Serial No.

76/619,826) and opposes the same pursuant to 15 U.S.C. §1063, and 37 C.F.R. §§2.101 and

 o1/17/2006 suRRshEAEeohootd e hpands for opposition are as follows:
01 FCsb402 300.00 0P 1

BIPCO is a wholly-owned subsidiary of BellSouth Corporation. BellSouth
Corporation and its affiliates offer and provide a variety of telecommunications goods and
services. BIPCO owns a family of Bell Marks, including the famous marks BELL, the

BELL Symbol, and BELLSOUTH. BIPCO licenses these marks to BellSouth Corporation
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and its affiliates, which in turn offer and provide a variety of telecommunications goods and
services under the famous trademarks.
2.

BIPCO’s Bell Marks, including the famous marks BELL and the BELL Symbol, have
been used by BIPCO’s licensees and their predecessors for more than 100 years in
association with a wide variety of telecommunications goods and services.

| 3.

Prior to the divestiture of the American Telephone & Telegraph Company (“AT&T”),
the “Bell System” included twenty-two (22) “Bell” operating telephone companies that
provided telecommunications goods and services. Each “Bell” operating company was
owned by AT&T and each had the right to use the “Bell” name and marks, including the

word mark BELL. United States v. Western Electric Co., Inc., 569 F. Supp. 1057, 1062, n.

5, 1074, 1077-81 (D.D.C. 1983).
4.

Each “Bell” operating company shared in the “Bell System” heritage, and the related
goodwill, as represented by the “Bell” name and marks, including the marks BELL and the
BELL Symbol. As a result of their exclusive and extensive use by the “Bell” operating
companies, the “Bell” name and marks acquired significant goodwill and became famous

trademarks.
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5.
Pursuant to the orders of the United States District Court for the District of Columbia
(the “D.C. Court”) in Civil Action No. 82-0192, the Bell operating companies were divested

from AT&T, United States v. American Tel. and Tel. Co., 552 F. Supp. 131 (D.D.C. 1982),

and seven regional companies were established as holding companies for these former “Bell”

system telephone companies, United States v. Western Elec. Co., 569 F. Supp. 1057, 1062, n.

5 (D.D.C. 1983). BellSouth Corporation is one of these original seven holding companies.
6.
Pursuant to the orders of the D.C. Court, AT&T assigned all of its right, title and
interest in the “Bell” name and marks to the regional holding companies so that they could
use the “Bell” name and marks in their “existing relationship to telephone subscribers.”

United States v. Western Elec. Co., 569 F. Supp. at 1077-81.

7.

The D.C. Court ordered the issuance of concurrent federal registrations to the regional
companies, including BellSouth Corporation.  The Patent and Trademark Office
subsequently issued concurrent use registrations to the regional companies, including
BellSouth Corporation. The D.C. Court oversaw and approved the assignment, and the

issuance of concurrent use registrations for the “Bell” name and marks assigned by AT&T to

the regional companies, including BellSouth Corporation. United States v. Western Electric,

Inc., et al., C.A. No. 82-0192 (D.D.C. February 6, 1984).




8.

Upon divestiture, BellSouth Corporation and/or its affiliates adopted, used and/or
continued use of the “Bell” name and marks in accordance with the orders and opinions of
the D.C. Court so as to maintain a family of Bell marks (the “Bell Marks”), including the
word mark BELL, the BELL Symbol, and the word mark BELLSOUTH. Since divestiture,
BellSouth Corporation and its affiliates have continued to use the Bell Marks in accordance
with the opinions and orders of the D.C. Court.

9.

On September 1, 1998, BellSouth Corporation assigned all of its rights, title and
interests in the Bell Marks to BIPCO. Accordingly, BIPCO is a successor-in-interest to
BellSouth Corporation. BIPCO currently owns the following registrations and licenses the

use of the following marks to BellSouth Corporation and its affiliates:

< Marke> - |<o e Date‘%of
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BELL Symbol “Telecommumcatlons services” in | October 5, 1971 | o Incontestable
Reg. No. International Class 38. e Famous
1,327,695
BELL “[T]elecommunications November 14, e Incontestable
Reg. No. networks. ..; telephones and 1989 e Famous
1,565,562 telephone accessories;

modems;...facsimile machines...;

telephone answering machines;

voice mail systems...and controls

for delivering and receiving
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messages over telephone lines...”
in International Class 9;

“Telephone, classified and
business directories...” in
International Class 16;

“Installing and maintaining
telecommunications systems and
equipment for others” in
International Class 37,

“Designing and engineering
telecommunications systems...”
in International Class 42;

“[M]anaging telecommunications
systems and equipment for
others” in International Class 35;

“Providing telecommunications
services to others” in International
Class 38.

BELL Symbol
Reg. No.
1,569,327

“Customer premises
telecommunications networks and
parts therefor; telephones and
telephone accessories...” in
International Class 9;

“Telephone, classified and
business directories...” in
International Class 16;

“Promoting the goods and
services of others through
consulting on directory
advertising programs, designing
directory advertisements and
listings and placing such
advertisements and listings in
directories...” in International
Class 35;

December 5,
1989

Incontestable
Famous
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“Installing and maintaining
telecommunications systems and
equipment for others” in
International Class 37,

“Providing educational services,
seminars and workshops in
telecommunications skills and the
use of telecommunications
equipment and services” in
International Class 41;

“Designing and engineering
telecommunications systems and
equipment for others and related
consulting services” in
International Class 42;

BELL
Reg. No.
2,718,321

“Computer software to enable
electronic commerce...” in
International Class 9;

“Telecommunications services...”
in International Class 38,

“Entertainment and educational
services...” in International Class
41;

“Hosting of web sites of
others...” in International Class
42.

May 27, 2003

Famous

BELLSOUTH
Reg. No.
1,459,196

“Telephone and business
directories...” in International
Class 16;

“Promoting the goods and
services of others through
consulting on directory
advertising programs; designing
directory advertisements and

September 29,
1987

Incontestable
Famous
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“Installing and maintaining
telecommunications systems and
equipment for others” in
International Class 37;

“Providing telecommunications
services to others” in International
Class 38;

“Providing educational services,
seminars and workshops in
telecommunications skills and the
use of telecommunications
equipment and services” in
International Class 41;

“Designing and engineering
telecommunications systems and
equipment for others and related
consulting services” in
International Class 42.

BELLSOUTH “Customer premises August 15, e Incontestable
Reg. No. telecommunications networks and | 1989 e Famous
1,565,559 parts therefore; telephones and
telephone accessories; modems;
computers; printers; facsimile
machines; multiplexors; computer
terminals; telephone answering
machines; voice mail systems
comprising telephone and
computer interface, computer
programs, and controls for
delivering and receiving messages

7
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over telephone lines; and
computer programs dealing with
telecommunications and business
management.” in International

Class 9.
BELLSOUTH “Computer software which May 11, 1999 e Famous
Reg. No. facilitates searching for and e Incontestable
2,244,189 transferring information across

global computer communications
networks, and for the execution of
business transactions using global
computer communications
networks...” in International
Class 9;

“Telecommunications services,
namely, electronic transmission of
data, sound, text, image messages,
video and documents via
computer network terminals...;
telecommunications gateway
services...” in International Class
38;

“Providing multiple-user access to
a multi-media
telecommunications network for
the transfer and dissemination of a
wide range of information...” in
International Class 42.

See, respectively, Exhibits 1-7 hereto. All use of these marks inures to the benefit of BIPCO.
10.
Judicial authorities have recognized the marks BELL, the BELL Symbol, and

BELLSOUTH as famous trademarks. For example, in deciding a motion for summary



judgment in Opposition No. 87,654, styled BellSouth Corporation v. B.E.L.-Tronics Ltd., the

Trademark Trial and Appeal Board stated: “[BIPCO] has a well-known group of marks
based on the famous “BELL” mark. Members of this group of marks incorporate various
other terms and designs in conjunction with the word “BELL.” See Exhibit 8 hereto.

Furthermore, in BellSouth Corp. v. B.E.L.-Tronics Ltd., United States District Court for the

Northern District of Georgia, Civil Action No. 1-93-CV-1714-CC, the court stated: “The
mark [BELL] has been and continues to be a famous trademark.” The court further stated:
“BellSouth established ownership of a family of Bell Marks by using and promoting the
BELL Mark together in such a manner as to create among purchasers an association of
common ownership with the historical BELL system and is entitled to broader protection.”
See Exhibit 9, pp. 22, 24 hereto.

11.

By virtue of continuous and extensive sales and advertising in connection with
telecommunications-related goods and services, the marks BELL, the BELL Symbol, and
BELLSOUTH continue to be famous, and widely and favorably known to the public
throughout the United States. Moreover, the marks BELL, the BELL Symbol, and
BELLSOUTH became famous before any act complained of herein, and these marks

continue to be famous and entitled to a broad scope of protection.




12.

BIPCO owns and BellSouth Corporation and its affiliates continue to use a group of
well-known marks based on the famous BELL mark for a wide variety of
telecommunications-related goods and services.

13.

BellSouth Telecommunications, Inc. (“BST”), a wholly-owned subsidiary of
BellSouth Corporation, uses the famous mark BELLSOUTH in connection with the offering
of Cingular Wireless service through BST. More specifically, as shown by the advertisement
provided at <http://www.bellsouth.com/consumer/wireless/index.html>, a BellSouth
customer may obtain retail wireless services and telephones through BST. See Exhibit 10
hereto.

14.

On or about November 4, 2004, Applicant David Shymatta (“Shymatta”) filed a use-
based application to register the CELL BELLS mark on the Principal Register. This
application was assigned Serial No. 76/619,826.

15.

On or about August 24, 2005, Shymatta’s application Serial No. 76/619,826 was
published for opposition. As published, Shymatta’s application identified the relevant goods
and/or services as providing, “retail store services featuring cell phone accessories” in

International Class 35.

10
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After the CELL BELLS mark was published in the Official Gazette, BIPCO timely

requested extensions of time in which to file a Notice of Opposition, which continue through
and including January 11, 2006.
17.

On information and belief, Shymatta is using the CELL BELLS mark in connection

with telecommunications-related goods and services.
18.

BIPCO will be damaged by registration of Applicant’s CELL BELLS mark because
the CELL BELLS mark so closely resembles BIPCO’s famous BELL and BELLSOUTH
Marks, both of which were used in connection with telecommunications-related goods and
services, and registered in the United States in connection with telecommunications-related
goods and services, long before the date of Applicant’s first use of the CELL BELLS mark
that consumer confusion, mistake and deception are likely to result.

19.

The relevant public is likely to be confused into believing that Applicant’s
telecommunications-related services as offered under the CELL BELLS mark and which are
similar to the telecommunications-related goods and services offered by BIPCO under the
licensed Bell Marks, are offered by a BellSouth affiliate, or authorized, licensed, endorsed or

sponsored by BIPCO or one of its licensees. Registration of Applicant’s mark on the

11




Principal Register would thus be inconsistent with BIPCO’s exclusive rights in the Bell
Marks and BIPCO’s family of Bell Marks.
20.

BIPCO will be damaged by registration of Applicant’s CELL BELLS mark because
the subject mark so resembles BIPCO’s previously used, federally registered, and famous
Bell Marks as to be likely, when used on or in connection with the telecommunications-
related goods and services identified in Applicant’s application Serial No. 76/619,826 to
cause confusion, or to cause mistake, or to deceive in violation of Section 2 of the Lanham
Act, 15 U.S.C. § 1052.

21.

BIPCO will be damaged by registration of Applicant’s CELL BELLS mark because
the subject mark dilutes and is likely to dilute the distinctiveness of BIPCO’s famous Bell
Marks by eroding consumers’ exclusive identification of these famous marks with BIPCO
and its licensees, and/or by tarnishing and degrading the positive associations and prestigious
connotations of the famous Bell Marks, and/or by otherwise lessening the capacity of the
Bell Marks to identify and distinguish the goods and services of BIPCO and its licensees.

22.

One original and two duplicate copies of this Notice of Opposition are enclosed. A
check in the amount of $300.00 to cover the filing fee is enclosed with the Notice of
Opposition. The Commissioner is authorized to debit the deposit account of Kilpatrick

Stockton LLP (deposit account no. 11-0860) for any deficiency in the required fee.

12



WHEREFORE, BIPCO requests that Application Serial No. 76/619,826 be refused
and this Notice of Opposition be sustained in favor of BIPCO.
This 11th day of January, 2006.

Regpectfully subfyitted,

2 . MQ

/Steplfen M. Sohaetzel

KILPATRICK STOCKTON LLP
1100 Peachtree Street

Suite 2800

Atlanta, Georgia 30309-4530

(404) 815-6500 (telephone)

(404) 815-6555 (facsimile)
sschaetzel@kilpatrickstockton.com
Attorney for Opposer

CERTIFICATE OF MAILING

[ hereby certify that the foregoing NOTICE OF OPPOSITION is being deposited with the United States
Postal Service as Express Mail No. EV607733925US in an envelope addressed to: Commissioner for Trademarks,
P.O. Box 1451, Alexandria, VA 22313-1451.

This the 11th day of January, 2006.

A%

T.
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Int. Cl.: 38
Prior U.S. Cl.: 104

United States Patent and Trademark Office

Reg. No. 1,327,695
Registered Oct. 5, 1971

SERVICE MARK

PRINCIPAL REGISTER
CONCURRENT USE

BELLSOUTH CORPORATION (GEORGIA COR-
PORATION)

675 WEST PEACHTREE STREET, N.E.

ATLANTA, GA 30375 , ASSIGNEE OF AMERI-
CAN TELEPHONE AND TELEGRAPH COM-
PANY (NEW YORK CORPORATION) NEW
YORK, NY 10007

FOR: TELECOMMUNICATION SERVICES,
IN CLASS 38 (U.S. CL. 104).

FIRST USE 8-18-1969, FIRST USED IN A DIF-
FERENT FORM IN 1889; IN COMMERCE
8-18-1969, FIRST USED IN A DIFFERENT
FORM IN 1889.

'ORIGINALLY REGISTERED ON OCT. 5, 1971

AS REG. NO. 921,734 AND SER. NO. 381,697.

THIS IS A CONCURRENT REGISTRATION
ISSUED PURSUANT TO THE OPINIONS
AND ORDERS OF THE UNITED STATES
DISTRICT COURT FOR THE DISTRICT OF
COLUMBIA IN UNITED STATES V.
WESTERN ELECTRIC CO., INC,, CIVIL
ACTION NO. 82-0192, DATED JULY 8, 1983
AND FEBRUARY 6, 1984, AND SECTIONS
2(D) AND 37 OF THE LANHAM ACT, 15
U.S.C. SECTIONS 1052(D) AND 1119.
REGISTRATION IS NATIONWIDE, BUT IS
SUBJECT TO THE CONDITION THAT



1,327,695

REGISTRANT SHALL USE THE MARK
ONLY IN CONJUNCTION WITH ONE OR
MORE OF THE FOLLOWING MODIFIERS:
“BELLSOUTH,” “SOUTH CENTRAL BELL,”
“SOUTHERN BELL.” USE OF A MODIFIER
SHALL BE CONSIDERED TO BE IN
CONJUNCTION WITH THE MARK IF IT IS
USED IN SUFFICIENT PROXIMITY TO THE
MARK SUCH THAT A REASONABLE
OBSERVER WOULD NORMALLY VIEW
THE MARK AND THE MODIFIER IN A
SINGLE VISUAL IMPRESSION AND
WOULD RECOGNIZE THAT BOTH THE
MARK AND THE MODIFIER ARE BEING
USED BY REGISTRANT.

REGISTRANT’S RIGHT TO EXCLUSIVE USE
OF THE MARK IS SUBJECT TO THE
RIGHTS OF THE FOLLOWING COMPANIES,
TO WHICH CONCURRENT
REGISTRATIONS IN THE MARK HAVE
ALSO BEEN ISSUED, TO USE THE MARK
IN CONJUNCTION WITH ONE OR MORE OF
THE MODIFIERS SPECIFIED IN THOSE
REGISTRATIONS:

AMERICAN INFORMATION
TECHNOLOGIES CORPORATION
225 WEST RANDOLPH STREET
CHICAGO, IL 60606

BELL ATLANTIC CORPORATION
1310 NORTH COURT HOUSE ROAD
ARLINGTON, VA 22216

CINCINNATI BELL INC.
201 EAST FOURTH STREET
CINCINNATI, OH 45202

NYNEX CORPORATION
335 MADISON AVENUE
NEW YORK, NY 10017

PACIFIC TELESIS GROUP
140 NEW MONTGOMERY STREET
SAN FRANCISCO, CA 94105

THE SOUTHERN NEW ENGLAND
TELEPHONE COMPANY

227 CHURCH STREET

NEW HAVEN, CT 06506

SOUTHWESTERN BELL CORPORATION
1010 PINE STREET
ST. LOUIS, MO 63101

U S WEST, INC.
7800 EAST ORCHARD ROAD
ENGLEWOOD, CO 80111

OWNER OF U.S. REG. NO. 649,454.

SER. NO. 81/327,695 , FILED 1-22-1971.

KIMBERLY KREHELY, EXAMINING ATTOR-

NEY
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EXHIBIT 2




Int, Cls.: 9, 16, 35, 37, 38, 41 and 42

Prior U.S, Cls.: 21, 26, 38, 100, 101, 103, 104 and 107

Reg. No. 1,565,562

United States Patent and Trademark Office Rregistered Nov. 14, 1989

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

BELL

BELLSOUTH CORPORATION (GEORGIA COR-
PORATION)

SUITE 1800

1155 PEACHTREE STREET, N.E.

ATLANTA, GA 303676000

FOR: CUSTOMER PREMISES TELECOM-
MUNICATIONS NETWORKS: AND PARTS
THEREFOR; TELEPHONES AND TELEPHONE
ACCESSORIES; MODEMS; COMPUTERS;
PRINTERS; FACSIMILE MACHINES; MULTI-
PLEXORS; COMPUTER TERMINALS; TELE-
PHONE ANSWERING MACHINES; VOICE
MAIL SYSTEMS COMPRISING TELEPHONE
AND COMPUTER INTERFACE, COMPUTER
PROGRAMS, AND CONTROLS FOR DELIVER-

ING AND RECEIVING MESSAGES OVER

TELEPHONE LINES; AND COMPUTER PRO-
GRAMS DEALING WITH TELECOMMUNICA-
TIONS AND BUSINESS MANAGEMENT, IN
CLASS'9 (U.S. CLS. 21, 26 AND 38).

FIRST USE 0-0-1900; IN COMMERCE
0-0-1500.
- FOR: TELEPHONE, CLASSIFIED AND BUSI-
NESS DIRECTORIES; AND EDUCATIONAL

PRINTED PUBLICATIONS IN TELECOMMUNI-
CATIONS SKILLS AND THE USE OF TELE-

COMMUNICATIONS EQUIPMENT AND SERV-
ICES, IN CLASS 16 (U.S. CL. 38).

FIRST USE 0-0-1900; IN COMMERCE
0-0-1900.

FOR: PROMOTING THE GOODS AND SERV-
ICES OF OTHERS THROUGH CONSULTING
ON DIRECTORY ADVERTISING PROGRAMS,
DESIGNING DIRECTORY ADVERTISEMENTS

AND LISTINGS AND PLACING SUCH AD-
VERTISEMENTS AND LISTINGS IN DIREC-
TORIES; AND MANAGING TELECOMMUNI-
CATIONS SYSTEMS AND EQUIPMENT FOR
OTHERS, IN CLASS 35 (U.S. CLS. 101 AND 104).

FIRST USE 0-0-1900; IN COMMERCE

0-0-1900.
FOR: INSTALLING AND MAINTAINING
TELECOMMUNICATIONS SYSTEMS AND

EQUIPMENT FOR OTHERS, IN CLASS 37 (U.S.
CL. 103).

FIRST USE 0-0-1900;
0-0-1900.

FOR: PROVIDING TELECOMMUNICATIONS
SERVICES TO OTHERS, IN CLASS 38 (U.S. CL.
104).

FIRST USE 0-0-1900;
0-0-1900.

FOR: PROVIDING EDUCATIONAL SERV-
ICES, SEMINARS AND WORKSHOPS IN TELE-
COMMUNICATIONS SKILLS AND THE USE
OF TELECOMMUNICATIONS EQUIPMENT
AND SERVICES, IN CLASS 41 (U.S. CL. 107).

IN COMMERCE

IN COMMERCE

FIRST USE 1-0-1968; IN COMMERCE
1-0-1968.

FOR: DESIGNING AND ENGINEERING
TELECOMMUNICATIONS SYSTEMS AND

EQUIPMENT FOR OTHERS AND RELATED
CONSULTING SERVICES, IN CLASS 42 (U.S.
CLS. 100 AND 104).

FIRST USE  0-0-1900;
0-0-1900.

THIS IS A CONCURRENT REGISTRATION
ISSUED PURSUANT TO THE OPINIONS OF

IN COMMERCE




2 , 1,565,562

THE UNITED STATES DISTRICT COURT FOR
THE DISTRICT OF COLUMBIA IN UNITED
STATES V. WESTERN ELECTRIC CO., INC,,
CIVIL ACTION NO. 82-0192, DATED JULY 8,
1983, AND FEBRUARY 6, 1984, AND SECTIONS
2(D) AND 37 OF THE LANHAM ACT, 15 US.C.
SECTIONS 1052(D) AND 1119. REGISTRATION
IS NATIONWIDE, BUT IS SUBJECT TO THE
CONDITION THAT REGISTRANT SHALL USE
THE MARK ONLY IN CONJUNCTION WITH
ONE OR MORE OF THE FOLLOWING MODI-
FIERS; “SOUTHERN BELL”, “SOUTH CEN-
TRAL BELL”, “BELLSOUTH”. USE OF A
MODIFIER SHALL BE CONSIDERED TO BE
IN CONJUNCTION WITH THE MARK IF IT IS
USED IN SUFFICIENT PROXIMITY TO THE
MARK SUCH THAT A REASONABLE OB-
SERVER WOULD NORMALLY VIEW THE
MARK AND THE MODIFIER IS A SINGLE
VISUAL IMPRESSION AND WOULD RECOG-
NIZE THAT BOTH THE MARK AND THE
MODIFIER ARE USED BY REGISTRANT.
REGISTRANT’S RIGHT TO EXCLUSIVE USE
OF THE MARK IS SUBJECT TO THE RIGHTS
OF THE FOLLOWING COMPANIES, TO
WHICH CONCURRENT REGISTRATIONS IN

THE MARK HAVE ALSO BEEN ISSUED, TO
USE THE MARK IN CONJUNCTION WITH
ONE OR MORE OF THE MODIFIERS SPECI-
FIED IN THOSE REGISTRATIONS; AMERI-
CAN INFORMATION TECHNOLOGIES COR-
PORATION, 30 SOUTH WACKER DRIVE, CHI-
CAGO, IL 60606; BELL ATLANTIC CORPORA-
TION, 1600 MARKET STREET, PHILADEL-
PHIA, PA 19103; CINCINNATI BELL INC., 201
EAST FOURTH STREET, CINCINNATI, OH
45202; NYNEX CORPORATION, 400 WEST-
CHESTER AVENUE, WHITE PLAINS, NY
10604; PACIFIC TELESIS GROUP, 130 KEARNY
STREET, SAN FRANCISCO, CA 94108; THE
SOUTHERN NEW ENGLAND. TELEPHONE
COMPANY, 227 CHURCH STREET, NEW
HAVEN, CT 06506, SOUTHWESTERN BELL
CORPORATION, ONE BELL CENTER, ST.
LOUIS, MO 63101; AND U S WEST, INC., 7800
EAST ORCHARD ROAD, ENGLEWOOD, CO
80111.

OWNER OF U.S. REG. NOS. 1,327,668, 1,459,998
AND OTHERS.

SER. NO. 727,722, FILED 5-11-1988.

"SHARON R. MARSH, EXAMINING ATTORNEY




EXHIBIT 3




Int. Cls.: 9, 16, 35, 37, 41 and 42

Prior U.S. Cls.: 21, 26, 38, 100, 101, 103, 104 and 107

Reg. No. 1,569,327

United States Patent and Trademark Office Registered Dec. 5, 1989

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

BELLSOUTH CORPORATION (GEORGIA COR-
PORATION)

SUITE 1800

1155 PEACHTREE STREET, N.E.

ATLANTA, GA 303676000

FOR: CUSTOMER PREMISES TELECOM-
MUNICATIONS NETWORKS AND PARTS
THEREFOR; TELEPHONES AND TELEPHONE
ACCESSORIES; MODEMS; COMPUTERS;
PRINTERS; FACSIMILE MACHINES; MULTI-

. PLEXORS; COMPUTER TERMINALS; TELE-
PHONE ANSWERING MACHINES; VOICE
MAIL SYSTEMS COMPRISING TELEPHONE
AND COMPUTER INTERFACE, COMPUTER
PROGRAMS, AND CONTROLS FOR DELIVER-
ING AND RECEIVING MESSAGES OVER
TELEPHONE LINES; AND COMPUTER PRO-

GRAMS DEALING WITH TELECOMMUNICA-
TIONS AND BUSINESS MANAGEMENT, IN
CLASS 9 (U.S. CLS. 21, 26 AND 138).

FIRST USE 0-0-1900; IN COMMERCE
0-0-1900.

FOR: TELEPHONE, CLASSIFIED AND BUSI-
NESS DIRECTORIES; AND EDUCATIONAL
PRINTED PUBLICATIONS IN TELEPHONE
TELECOMMUNICATIONS SKILLS AND THE
USE OF TELECOMMUNICATIONS EQUIP-
MENT AND SERVICES, IN CLASS 16 (U.S. CL.
38).

FIRST USE 0-0-1900; IN COMMERCE
0-0-1900.

FOR: PROMOTING THE GOODS AND SERV-
ICES OF OTHERS THROUGH CONSULTING
ON DIRECTORY ADVERTISING PROGRAMS,
DESIGNING DIRECTORY ADVERTISEMENTS



2 1,569,327

AND LISTINGS AND PLACING SUCH AD-
VERTISEMENTS AND LISTINGS IN DIREC-
TORIES; AND MANAGING TELECOMMUNI-
CATIONS SYSTEMS AND EQUIPMENT FOR
OTHERS, IN CLASS 35 (U.S. CLS. 101 AND 104).

FIRST USE 0-0-1900; IN COMMERCE

0-0-~1900.

FOR: INSTALLING AND MAINTAINING
TELECOMMUNICATIONS SYSTEMS AND
EQUIPMENT FOR OTHERS, IN CLASS 37 (U.S.
CL. 103).

FIRST USE 0-0-1900;
0-0-1900.

FOR: PROVIDING EDUCATIONAL SERV-
ICES, SEMINARS AND WORKSHOPS IN TELE-
COMMUNICATIONS SKILLS AND THE USE
OF TELECOMMUNICATIONS EQUIPMENT
AND SERVICES, IN CLASS 41 (U.S. CL. 107).

IN COMMERCE

FIRST USE 1-0-1968; IN COMMERCE
1-0-1968. :

FOR: DESIGNING AND ENGINEERING
TELECOMMUNICATIONS SYSTEMS AND

EQUIPMENT FOR OTHERS AND RELATED
CONSULTING SERVICES, IN CLASS 42 (U.S.
CLS. 100 AND 104).

FIRST USE  0-0-1900;
0-0-1900. _

THIS IS A CONCURRENT REGISTRATION
ISSUED PURSUANT TO THE OPINIONS OF
THE UNITED STATES DISTRICT COURT FOR
THE DISTRICT OF COLUMBIA IN UNITED
STATES V. WESTERN ELECTRIC CO., INC,
CIVIL ACTION NO. 82-0192, DATED JULY 8,
1983, AND FEBRUARY 6, 1984, AND SECTIONS
2(D) AND 37 OF THE LANHAM ACT, 15 US.C.
SECTIONS 1052(D) AND 1119. REGISTRATION
IS NATIONWIDE, BUT IS SUBJECT TO THE
CONDITION THAT REGISTRANT SHALL USE
THE MARK ONLY IN CONJUNCTION WITH
ONE OR MORE OF THE FOLLOWING MODI-
FIERS: “SOUTHERN BELL”, “SOUTH CEN-

IN COMMERCE

TRAL BELL”, “BELLSOUTH”. USE OF A
MODIFIER SHALL BE CONSIDERED TO BE
IN CONJUNCTION WITH THE MARK IF IT IS
USED IN SUFFICIENT PROXIMITY TO THE
MARK SUCH THAT A REASONABLE OB-
SERVER WOULD NORMALLY VIEW THE
MARK AND THE MODIFIER IN A SINGLE
VISUAL IMPRESSION AND WOULD RECOG-
NIZE THAT BOTH THE MARK AND THE
MODIFIER ARE USED BY REGISTRANT.
REGISTRANT’S RIGHT TO EXCLUSIVE USE
OF THE MARK IS SUBJECT TO THE RIGHTS
OF THE FOLLOWING COMPANIES, TO
WHICH CONCURRENT REGISTRATIONS IN
THE MARK HAVE ALSO BEEN ISSUED, TO
USE THE MARK IN CONJUNCTION WITH
ONE OR MORE OF THE MODIFIERS SPECI-
FIED IN THOSE REGISTRATIONS: THE
SOUTHERN NEW ENGLAND TELEPHONE
COMPANY, 277 CHURCH STREET, NEW
HAVEN, CT 06506; SOUTHWESTERN BELL
CORPORATION, ONE BELL CENTER, ST.
LOUIS, MO 63101; U S WEST, INC., 7800 EAST
ORCHARD ROAD, ENGLEWOOD, CO 8011l;
AMERICAN INFORMATION TECHNOLOGIES
CORPORATION, 30 SOUTH WACKER DRIVE,
CHICAGO, IL 60606; BELL ATLANTIC CORPO-
RATION, 1600 MARKET STREET, PHILADEL-
PHIA, PA 19103; CINCINNATI BELL INC, 201
EAST FOURTH STREET, CINCINNATI, OH
45202; NYNEX CORPORATION, 400 WEST-
CHESTER AVENUE, WHITE PLAINS, NY
10604; PACIFIC TELESIS GROUP, 130 KEARNY
STREET, SAN FRANCISCO, CA 94108.

OWNER OF U.S. REG. NOS. 1,327,668, 1,459,998
AND OTHERS.

SER. NO. 727,723, FILED 5-11-1988.

SHARON R. MARSH, EXAMINING ATTORNEY




EXHIBIT 4




Int. Cls.: 9, 38, 41 and 42

Prior U.S. Cls.: 21, 23, 26, 36, 38, 100, 101, 104 and 107
United States Patent and Trademark Office

Reg. No. 2,718,321
Registered May 27, 2003

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

BELL

BELLSOUTH INTELLECTUAL PROPERTY COR-
PORATION (DELAWARE CORPORATION)

824 MARKET STREET

WILMINGTON, DE 19801

FOR: COMPUTER SOFTWARE TO ENABLE
ELECTRONIC COMMERCE, NAMELY, COMPU-
TER ELECTRONIC COMMERCE SOFTWARE TO
ALLOW USERS TO PERFORM ELECTRONIC BUSI-
NESS TRANSACTIONS VIA A GLOBAL COMPU-
TER NETWORK; COMPUTER SOFTWARE FOR
ENABLING ACCESS TO AND NAVIGATION OF
GLOBAL COMPUTER NETWORKS, INTERNAL
COMPUTER NETWORKS, NETWORKS OF TELE-
VISIONS, ON-LINE SERVICES AND COMPUTER
BULLETIN BOARDS; COMPUTER SOFTWARE
FOR TRANSFERRING INFORMATION ACROSS
GLOBAL COMPUTER COMMUNICATION NET-
WORKS; ELECTRONIC PUBLICATIONS DOWN-
LOADABLE TO A PERSONAL COMPUTER OR
TELEVISION VIA A GLOBAL COMPUTER NET-
WORK ON A VARIETY OF FIELDS; COMPUTER
GAMES DOWNLOADABLE TO A PERSONAL COM-
PUTER OR TELEVISION VIA A GLOBAL COMPU-
TER NETWORK, IN CLASS 9 (U.S. CLS. 21, 23, 26, 36
AND 38).

FIRST USE 8-16-1996; IN COMMERCE 8-16-1996.

FOR: TELECOMMUNICATIONS SERVICES;
NAMELY, ELECTRONIC TRANSMISSION OF MES-
SAGES, DATA, IMAGES, VIDEO AND INFORMA-
TION VIA A GLOBAL COMPUTER
COMMUNICATIONS NETWORK; PROVIDING
TELECOMMUNICATIONS CONNECTIONS TO A
GLOBAL COMPUTER NETWORK, ON-LINE SER-
VICES AND BULLETIN BOARDS; PROVIDING
MULTIPLE USER ACCESS TO A GLOBAL COMPU-
TER NETWORK WHICH ALLOWS USERS TO AC-
CESS THE ONLINE COMPUTER SERVICES AND
ONLINE COMPUTER BULLETIN BOARDS OF
OTHERS; PROVIDING ACCESS TO A GLOBAL
COMPUTER INFORMATION NETWORK THAT

ENABLES USERS TO INTERACT WITH ONLINE
SOFTWARE APPLICATIONS PROGRAMS AND RE-
CEIVE INFORMATION; ELECTRONIC MAIL SER-
VICES; PROVIDING FILE SERVER HOSTING
SERVICES; PROVIDING MULTIPLE USER ACCESS
TO A GLOBAL COMPUTER NETWORK FOR THE
TRANSFER AND DISSEMINATION OF A WIDE
RANGE' OF INFORMATION; PROVIDING TELE-
COMMUNICATIONS CONNECTIONS TO BACK-
BONE COMPUTER NETWORK TO ENABLE
OTHERS TO TRANSMIT CONTENT OVER A GLO-
BAL COMPUTER INFORMATION NETWORK,
PROVIDING ACCESS TO AN ELECTRONIC INTER-
ACTIVE NETWORK WHICH ENABLES USERS TO
ACCESS APPLICATIONS AND INFORMATION, FA-
CILITATES THE EXCHANGE OF INFORMATION
AMONG USERS, AND ALLOWS USERS TO PUR-
CHASE PRODUCTS ON-LINE, IN CLASS 38 (US.
CLS. 100, 101 AND 104).

FIRST USE 8-16-1996; IN COMMERCE 8-16-1996.

FOR: ENTERTAINMENT AND EDUCATIONAL
SERVICES, NAMELY CONDUCTING CLASSES,
SEMINARS AND WORKSHOPS OVER A GLOBAL
COMPUTER NETWORK IN THE FIELD OF TELE-
COMMUNICATIONS AND COMPUTER SOFT-
WARE TRAINING, IN CLASS 41 (U.S. CLS. 100, i01
AND 107).

FIRST USE 8-16-1996; IN COMMERCE 8-16-1996.

FOR: HOSTING OF WEB SITES OF OTHERS ON
COMPUTER SERVER HARDWARE ACCESSIBLE
FROM A GLOBAL COMPUTER NETWORK; DE-
VELOPMENT AND MAINTENANCE OF WEB SER-
VERS SOFTWARE FOR OTHERS; AND COMPUTER
CONSULTATION FOR OTHERS; PROVIDING COM-
MUNITY INFORMATION OVER A GLOBAL COM-
PUTER INFORMATION NETWORK, IN CLASS 42
(U.S. CLS. 100 AND 101).

FIRST USE 8-16-1996; IN COMMERCE 8-16-1996.




REGISTRATION PURSUANT TO THE OPINIONS
OF THE UNITED STATES DISTRICT COURT AS
CITED ABOVE- AMERICAN INFORMATION
TECHNOLOGIES CORPORATION, 30 SOUTH
WACKER DRIVE, CHICAGO, IL 60606, BELL
ATLANTIC CORPORATION, 1310 NORTH COURT-
HOUSE ROAD, ARLINGTON, VA 22201; CINCIN-
NAT! BELL, INC. 201 EAST FOURTH STREET,
CINCINNATI, OH 45202, NYNEX CORPORATION,
1113 WESTCHESTER AVENUE, WHITE PLAINS, NY
10604; PACIFIC TELESIS GROUP, 130 KEARNY
STREET, SAN FRANCISCO, CA 94108; THE SOUTH-
ERN NEW ENGLAND TELEPHONE COMPANY, 227

CHURCH STREET, NEW HAVEN, CT 06506; SOUTH-
WESTERN BELL CORPORATION, ONE BELL CEN-
TER, ST. LOUIS, MO 63101; AND U S§ WEST, INC,,
6200 SOUTH QUEBEC ROAD, ENGLEWOOD, CO.
80111, CONCURRENT USE APPLICATION SERIAL
NO. 75/681755

OWNER OF U.S. REG. NOS. 1,327,677, 1,565,562
AND OTHERS.

SER. NO. 75-681,755, FILED 4-13-1999.

IRENE D. WILLIAMS, EXAMINING ATTORNEY




EXHIBIT 5




Int. Cls.: 16, 35, 37, 38, 41 and 42

- Prior U.S. Cls.: 38, 100, 101, 103, 104 and 107

Reg. No. 1,459,196
Registered Sep. 29, 1987

United States Patent and Trademark Office

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

BELLSOUTH

BELLSOUTH CORPORATION (GEORGIA COR-
PORATION)

675 W. PEACHTREE ST, N.E.

ATLANTA, GA 30375

FOR: TELEPHONE AND BUSINESS DIREC-
TORIES AND EDUCATIONAL BOOKS AND
PAMPHLETS IN TELECOMMUNICATIONS
SKILLS AND THE USE OF TELECOMMUNI-
CATIONS EQUIPMENT AND SERVICES, IN
CLASS 16 (U.S. CL. 38).

FIRST USE 1-3-1984;
1-3-1984.

FOR: PROMOTING THE GOODS AND SERV-
ICES OF OTHERS THROUGH CONSULTING
ON DIRECTORY ADVERTISING PROGRAMS;
DESIGNING DIRECTORY ADVERTISEMENTS
AND LISTINGS AND PLACING SUCH AD-
VERTISEMENTS AND LISTINGS IN DIREC-
TORIES; MANAGING TELECOMMUNICA-
TIONS SYSTEMS AND EQUIPMENT FOR
OTHERS, IN CLASS 35 (U.S. CL. 101).

IN COMMERCE

FIRST USE '1-3-1984; IN COMMERCE
1-3-1984.
FOR: INSTALLING AND MAINTAINING

TELECOMMUNICATIONS SYSTEMS AND
‘EQUIPMENT FOR OTHERS, IN CLASS 37 (US.
CL. 103).

FIRST USE IN COMMERCE
1-3-1984.

FOR: PROVIDING TELECOMMUNICATIONS
SERVICES TO OTHERS, IN CLASS 38 (U.S. CL.
104).

FIRST USE
1-3-1984.

FOR: PROVIDING EDUCATIONAL SERV-
ICES, SEMINARS AND WORKSHOPS IN TELE-
COMMUNICATIONS SKILLS AND THE USE
OF TELECOMMUNICATIONS EQUIPMENT
AND SERVICES, IN CLASS 41 (U.S. CL. 107).

1-3-1984;

1-3-1984;, IN COMMERCE

FIRST USE 1-3-1984; IN COMMERCE
1-3-1984.

FOR: DESIGNING AND ENGINEERING
TELECOMMUNICATIONS SYSTEMS AND

EQUIPMENT FOR OTHERS AND RELATED
CONSULTING SERVICES, IN CLASS 42 (U.S.
CL. 100).
FIRST USE
1-3-1984,
OWNER OF U.S. REG. NOS. 1,327,668, 1,327,758
AND OTHERS.

1-3-1984; IN COMMERCE

SER. NO. 622,503, FILED 9-29-1986.

DAVID SOROKA, EXAMINING ATTORNEY




EXHIBIT 6




Int. CL.:9 ,
Prior U.S. Cls.: 21, 26 and 38

United States Patent and Trademark Office

Reg. No. 1,565,559
Registered Nov. 14, 1989

TRADEMARK
PRINCIPAL REGISTER

BELLSOUTH

BELLSOUTH CORPORATION (GEORGIA COR-
PORATION)

SUITE 1800

1155 PEACHTREE STREET, N.E.

ATLANTA, GA 303676000

FOR: CUSTOMER PREMISES TELECOM-
MUNICATIONS NETWORKS AND PARTS
THEREFOR; TELEPHONES AND TELEPHONE
ACCESSORIES; MODEMS; COMPUTERS;
PRINTERS; FACSIMILE MACHINES; MULTI-
PLEXORS; COMPUTER TERMINALS; TELE-
PHONE ANSWERING MACHINES; VOICE
MAIL SYSTEMS COMPRISING TELEPHONE
AND COMPUTER INTERFACE, COMPUTER
PROGRAMS, AND CONTROLS FOR DELIVER-
ING AND RECEIVING MESSAGES OVER
TELEPHONE LINES; AND COMPUTER PRO-
GRAMS DEALING WITH TELECOMMUNICA-
TIONS AND BUSINESS MANAGEMENT, IN
CLASS 9 (U.S. CLS. 21, 26 AND 38).

FIRST USE 6-1-1984; IN COMMERCE
6-1-1984.

THIS IS A REGISTRATION ISSUED PURSU-
ANT TO THE OPINIONS OF THE UNITED
STATES DISTRICT COURT FOR THE DIS-
TRICT OF COLUMBIA IN UNITED STATES V.
WESTERN ELECTRIC CO. INC, CIVIL
ACTION NO. 82-0192, DATED JULY 8, 1983,
AND FEBRUARY 6, 1984, AND SECTION 2(D)
OF THE LANHAM ACT, 15 U.S.C. SECTION
1052(D). BECAUSE REGISTRANT SHARES THE
COMMON HERITAGE OF RIGHTS AND RE.
LATED GOODWILL IN THE “BELL” ELE-
MENT OF THE COMPOSITE MARK WITH

OTHER FORMER MEMBERS OF THE BELL
SYSTEM, REGISTRANT'S RIGHT TO EXCLU-
SIVE USE OF THE “BELL"” ELEMENT OF THE
COMPOSITE MARK IS SUBJECT TO THE CON-
CURRENT RIGHTS WHICH THE FOLLOWING
COMPANIES HAVE IN THE “BELL” MARK AS
SPECIFIED IN THE OPINIONS OF THE
UNITED STATES DISTRICT COURT AS CITED
ABOVE; AMERICAN INFORMATION TECH-
NOLOGIES CORPORATION, 30 SOUTH
WACKER DRIVE, CHICAGO, IL 60606; BELL
ATLANTIC CORPORATION, 1310 NORTH
COURT HOUSE ROAD, ARLINGTON, VA
22216; BELLSOUTH CORPORATION, 675 WEST
PEACHTREE STREET, N.E, ATLANTA, GA
30375; CINCINNATI BELL INC, 201 EAST
FOURTH STREET, CINCINNATI, OH 45202;
NYNEX CORPORATION, 335 MADISON
AVENUE, NEW YORK, NY 10017; PACIFIC
TELESIS GROUP, 140 NEW MONTGOMERY
STREET, SAN FRANCISCO, CA 94105; THE
SOUTHERN NEW ENGLAND TELEPHONE
COMPANY, 227 CHURCH STREET, NEW
HAVEN, CT 06506; SOUTHWESTERN BELL
CORPORATION, ONE BELL CENTER, ST.
LOUIS, MO 63101; AND U S WEST, INC,, 7800
EAST ORCHARD ROAD, ENGLEWOOD, CO
80111.

OWNER OF U.S. REG. NOS. 1,317,695, 1,459,998
AND OTHERS.
SER. NO. 719,542, FILED 3-29-1988.

SHARON R. MARSH, EXAMINING ATTORNEY




EXHIBIT 7




Int. Cls.: 9, 38 and 42

Prior U.S. Cls.: 21, 23, 26, 36, 38, 100, 101 and

104

United States Patent and Trademark Office

Reg. No. 2,244,189
Registered May 11, 1999

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

BELLSOUTH

BELLSOUTH CORPORATION (GEORGIA COR-
PORATION)

1155 PEACHTREE STREET, N.E.

ATLANTA, GA 303093610

FOR: COMPUTER SOFTWARE WHICH FA-
CILITATES SEARCHING FOR AND TRANS-
FERRING INFORMATION ACROSS GLOBAL
COMPUTER COMMUNICATIONS NETWORKS,
AND FOR THE EXECUTION OF BUSINESS
TRANSACTIONS USING GLOBAL COMPUTER
COMMUNICATIONS NETWORKS; REMOTE
CONTROL UNITS FOR TELEVISION, IN
CLASS 9 (U.S. CLS. 21, 23, 26, 36 AND 38).

FIRST USE 8-16-1996; IN COMMERCE
8-27-1996.

FOR: TELECOMMUNICATIONS SERVICES,
NAMELY, ELECTRONIC TRANSMISSION OF
DATA, SOUND, TEXT, IMAGE MESSAGES,
VIDEO AND DOCUMENTS VIA COMPUTER
NETWORK TERMINALS, SET-TOP BOXES
AND TELEVISION RECEIVERS; TELECOM-
MUNICATIONS GATEWAY SERVICES; PRO-
VIDING TELECOMMUNICATIONS CONNEC-
TIONS TO A GLOBAL COMPUTER NETWORK;
ELECTRONIC MAIL SERVICES; ELECTRONIC
STORE-AND-FORWARD MESSAGING SERV-
ICES, IN CLASS 38 (U.S. CLS. 100, 101 AND 104).

FIRST USE 8-16-1996; IN COMMERCE
8-27-1996.
FOR: PROVIDING MULTIPLE-USER

ACCESS TO A MULTI-MEDIA TELECOM-
MUNICATIONS NETWORK FOR THE TRANS-
FER AND DISSEMINATION OF A WIDE
RANGE OF INFORMATION, NAMELY,
MOVIES, MUSIC, LOCAL, NATIONAL, CABLE
AND SATELITE TELEVISION PROGRAM-
MING, EDUCATIONAL PROGRAMMING,
NEWS, SPORTS, WEATHER AND INFORMA.-
TION OF INTEREST TO THE GENERAL
PUBLIC ON A RANGE OF TOPICS; PROVID-
ING ACCESS TO A GLOBAL COMPUTER IN-
FORMATION NETWORK FOR THE TRANS-
FER AND DISSEMINATION OF A WIDE
RANGE OF INFORMATION, IN CLASS 42 (US.
CLS. 100 AND 101).

FIRST USE 8-16-1996;
8-27-1996.

OWNER OF U.S. REG. NOS. 1,459,196, 2,020,258
AND OTHERS.

IN COMMERCE

SER. NO. 75-273,982, FILED 4-14-1997.

WILLIAM P. SHANAHAN, EXAMINING AT-
TORNEY




EXHIBIT 8



-t ov
o ‘a, |
&, sy,

§ _E. % | UNITED STATES .PARTMENT OF COMMERCE
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oedwin/decisions
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Oprositcion-No. 86,941
MAILED

JUN 2 2 1994

PATATM. OFFICE

Ameritech Corporation
V.

B.E.L-Tronics Limited

~.

Before Sams, Rice and Cissel Administrative Trademark Judges.

inion by Cissel, Administrative Trademark Judge:

On March 11, 1991 B.E.L-Tronics Limited, a Canadian
corroration,

applied to register the mark shown bhelow

BEL

BEL-TRONICS

on the Principal Register for 'cordless.telephones.' The

.application was based on applicant’s asseftion that it possessged a
bona fide intenticn to use the mark in commerce on these products.

On February 10, 1992 a timely Notice of Opposition was filed
by Ameritech Corporation, a Delaware corporation. Opposex

adgsserted ownerghip and registration of a number of marks
incorporating the word *BSLL." These marks are: "BELL Logo," for
telephone, auvdio program, telegraph, television, telephotograph,




ELLE0Y* for radio paging services;(2) "BELL Design»
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for TelsCenTun{zar 8t §ervices; t3) add *OKIO BELL;'(4) ewISCONSIN N
3ELL, *(5) #:1prINOIS BELL;"(6) ~INDIANA BELL;*(7) eMICHIGAN
séLL;~(3) *BELL; " (5) and "BELL Design;®(10) all for a variety of
gcods and services in the telacommunications field. Opposer
FPleaded tha: as a result cf continuous and extensive use and
premotion of the *2EILL' family of magks by opposer and its
predecessor, these "BELL" marks are vﬁluable assets of opposer,
and that applicant’s mark, as applied to the goods set forth in
the application, so resembles opposer’s marks that confusion is
likely.

Applilicant’s azs%e: cenied the essgential allegations of
opposer and "counterclaimed® to have the Board *strikae opposer’s

camplaint and declare its filing tc have been fraudulent.

(1) Regigtration No. 1,327,675, issued July 30, 1957; renewed.
(2) Registratien No. 1,327,684, isgsued July 5, 1960; renewed.
(3)  Registration No. 1,327,693, issued October 5, 1971; renewed.

(4)  Regiscracion Wo. 1,459,190, issued September 29, 1987;
partial Section 8 affidavit accepted. ]

(5)  Registration No. 1,459,192, isgued September 29, 1987;
partial Section 8 affidavit accepted,

(6) Registration No. 1,459,193, issued September 29, 1987;
partial Section 8 affidavic accepted. :

(7) Registraticno No. 1,459,199, issued September 29, 1587;
parcial Section 8 affidavit accepted.

(8)  Registration No. 1,459,196, issued October 6, 1987; partial
Section 8 affidawvic accected.

(9) Registratcicn No. 1,545,197, issued June 27, 1989.




Ogposition No. 25,541

Applicant also asked the Board to declare oppoger’s counsel to
have vioclated tke Rules of Practice. Opposer denied these
allegations. )

Cn July 23, 1992 applicant moved to consolidate Opposition
'Nos. 86,941; 87,459; 87,460; 87,654; and 88,259. The other
oppositions were brought by NYNEX Corporation, U.S. West, Inc.,
BellSouth Corporation, and Southwestern Bell, each of which had
filed a separate notice of opposition. On October 22, 1992 the
motion to consolidate was denied, anéuapplican:'s ‘countexrclaim”
was sgtricken.,

On November 9, 1992 applicant filed an amended answer which
asserts as an ‘affirmative defense' that opposer has unclean hands
because its use of the marks which it asserts against applicant
has been unlawful, i.e., in violation of orders of the United
States District Court for the Distriet of Columbia.

This case ncw comes up on opposer’s Jaauary 1, 1993 motion
for swmary judcrent. Submitted in suppart of the motion were
three volumes of materials, including fifty-seven ditfqrenc
exhibits, and a fourth volume containing four additional exhibits

‘of a confidential nature which are subject to a protective order.
Opposer also filed a brief in support of its motion for summary
Judgment, and applicant submitted a brief responsive to the

motion, along with gixteen exhibits.

(10) Regigtration No. 1,545,198, issued June 27, 1989,




Oppositicn No. 86,41

Cpposer’s subsequexnt motion to file a reply brief is hereby
grazted, although applicant oprosed it. To grant such a motion ig
within the Bcard’s discretion. -Ia the.cage at hand we choose to
exercise our discretion and consider opposer’'s reply brief in an
effort to understand more clearly the factual and legal arguments
made by the parties.

As has often been stated, the purpose of the summary judgment
motion procedure is judicial economy, namely, to save the time and
expense of a ugeless trial where ro éénuine issue of material fact
remains and more evidence than is already available in connection
with the motion for summary judgment could not be reagonably
exgected to change the result. See, g£.9., Pure Gold, Inc. v,
Syntex (U.S.A.), Inc., 739 F.2d 624, 222 USPQ 741, 743 (Fed. Cir,
1584) and Levi Strauss & Co. v. Genesco, Inc., 742 F.2d 1401, 222
USPQ 539, 941 (Fed. Cir. 1984). The burden in a motion for
surmary judgment is on the moving party to establish prima facie
that there is no gernuine issue of material fact and that ic is
anticled to a judgment as a matter of law. Fed. R. Civ. P. 56(c).

Moreaver, on a motion for summary judgment, the function of
the Board is not to try issues of fact, but rather to determine if
there are any genuine issues of material fact to be tried. 1In
this regard, all doubts as to whether or not particular faccual
igssues are genuinely in dispute must be resolved againsc the
moving party and, similarly, all inferences to be drawn from the
undisputed facts must be viewed in the light moat favorable to the
nonmoving party. Sae Flatley v. Trump, 11 USPQ2d 1284, 1287 (TTAB

1989) acd cases cited therein.



Ogposition Nc. 86,941

If, by virtue of the pleadings, depositions, answers Co
interrcgatoriegs, admissious, or affidavits, it is clear that there
is no genuine issue as to any material fac:t, and that the party
moving for summary judgment is encitled to judgment in its favor
as a matter of law, such a judgment shall be rendered. ng. R,
Civ. P. S6(c). The party adverse to a properly supported motion
for sunmary judcment cannot rest on its pleading, but rather must
set forth, by affidavits or as otherwise provided by Rule Sg,
specific facts showing that there is‘; genuine issue for trial.
Rule 56(e).

Careful corsideration of the materials submitted by the
parties in this case reveals that there are not any genuine igsues
of material fact which would require a trial. Opposer has’
established a factual basis for the Board to conclude that
counfusion is likely. Applicant has not met its burden under
Paragraph (e) of Rule 56 of setting forth facts which show that
disputes exist as to facts material to the pleaded issues, nor has
applicaat shown that based on the undisputad facts, opposer is not
entitled to judgment as a matter of law as to both the issue of
likelihood of confusion and the issue presented by applicant’s
aftirmacive deferge.

When the materials of record in connection with the motion
are evaluated in light of the factors saet forth in In re E.I. du
Pont de Nemours & Co., 476 F.2d 1357 (CCPA 1973), to daetermine
whecher confusion is likely, we find that the undisputed facts

show that applicant’s mark, if applied to cordless telephones,



Oppcsicion No. &%,s41

would so resemble opposer’s famous mark "BELL®" and the bell
desigr, as well as the other relaced marks incorporating the word
*"BELL" regisce-ed.for opposer’s telecommunications produces and
services, that confusion would be likely. The primary materials
© frem which we have reached this conclusion are the affidavit of
Raymond Lewis, tke person in charge of market communications and
advertising for Ameritech Service, Inc., which is a wholly-owned
subsidiary cf a wholly-owned subsidiary of opposer; the affidavit
of Nicki Hilligos, a sales manager for Ameritech Services, Inc.,
and the deposition testimony of Rudolf Sagl, Vice President of
applicant.

The dcminan: portion of applicant’s mark clearly is the word
°BBL, " which appears irn large block letters inside an oval desigm.
The woxd is repeated below this presentation of it, combined with
the term "trornics,*® as "Bel-tronics.” The additional term,
'trenics,* is plainly suggestive of ‘electronics," which is the
field in which applicant has done business for years, gelling
electronic devices such as radar detectors and satellitg receiving
antennas.

Opposer, as noted above, has registered the mark "BELL", as
vell as bell designs and marks which combine the word *BELL® or
the bell designs with other words or designs, all for

teleccrmunicatfiorn products and services.



QOpposition Nc. 86€,%-l

The deminant, common portion of all of opposer's word marks
and marks which ccmbine "BELL* with degigns is the word "BELL, "
which of course is derived frem the name of the famous inventor of
the telephone, Alexander Grahm Bell. He founded the American Bell
'f‘elephone Cempany in 1589, and the company began using the mark
“SELL* then in cornection with telephones and related goods and
services. That company merged with AT&T, which in turn was
oppcser’s predecessor ‘in jnterest with regard to the mark "BELL.®

The maxks of the parties to this‘.‘proceeding are gimilar. The
fact that in the *BELL® marks of opposer there are two *"L*s in
*BELL, " whexreas the dcminant term in applicant’s mark, "BEL," has
only ore, is not a sufficient basis for concluding that consumers
would kelieve tha:z éppcser's marks and the mark of applicant were
indicative of different sources. In appearance, pronunciation and
connotatiorn the marks are similar.

That tkhe terx "Bel* also has an obscure technological meaning
related to lcgarithms used to measure the inteasity of voltage or
sound does £ot create a material factual dispute. Applicant’s
slogan, *Clear as a BBL,* makes it abundantly clear that the
commercial impression created by "BEL" in applicant’s mark is that

of a bell.




 Oppositicn o. 8%,..1

If these sizilar marks were tQO be used on applicant’s
corcless telephczes and in connection with opposer’s
telecommunicaticns gocds and services, including cordless |
telephones, ccnfusion would unquestionably be likely. This is
éspecially so ir view of the extensive use over a great many years
of the "BELL' mark and the many marks in which "BELL® and/or the
bell design apreazx. By any imaginable standard, "BELL" is a
farous mark in the teleccmmunications field. There is no genuine
issue of fac:t material to this issue.”

Applicant makes a number of arguments as to why summary
judgment is not agpropriate and why confusion is unlikely. None
is quits as dubious as its firsc argument, that the quantity of
papers submit: in support of opposer’s motion alone *indicates a
high probarilicy that at least a few disputed material facts are
lurking in those papers.* (brief, p.6). None of the arguments of
applicant, howevar, has merit.

Applicant’s rain argument against granting summary judgment
to opposer ceatars on the way opposer uses its various marks and
the rights and requirements established by an order of the United
States Districe Court of the District of Columbia. Scme
background concerning what precipitated thejorder is necessary in

order to undarstand it.




Coposition Ne. 8s, s41

The materials of record in connection with the motion show
that opposer is one of the seven Regional Bell Operating Companies
(RBOCs) whien were—set wp-as a result of the-.divestiture of AT&T
in 1984. At cthat time the trademark "BELL" and the related °*BgrL«
trademarks which had long been used by AT&T were transferred to
Opposer and the other REOCS by Court order. See: United States
V. Western zlectric Co., 569 F. Supp. 1057, (D.D.C.), aff'd,
California v. Gnited States, 464 U.S. 1013 (1983). Opposer and
the other R3CCs have continued co use\the *BELL" marks in
connection with a wide variety of goods and services in the field
of telecommunicaticng. Opposer has a well-known group of marks
based oz the famous 'BELL® mark. Members of this group of marks
incorporaze various other terms and designs in conjunction with
the word *BaLLe.

As part cf the divestiture of AT&T in 1984, AT&T transferred
its rights ix ehe *BELL" rames and marks to opposer and the other
RBOCs, and to two other former ATST companies. Bach of thase
entities became a ccncurrent user of the marks. Rach owns

registrations reflecting its right as a concurrent usger.

To avoid conzusion, a supplemental agreement was reached and
Was approved by the Court. Under the temms of the agreement, each
concurrent user is allowed to uge the marks on a nationwide basis

in conjunction with specified modifiers. Opposer’s apecified
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medifiers include *AMERITECH," "ILLINOIS BELL,* "OHIO BELL,"
"WISCONSIN TELEFHONE,"' and others. Under the terms of the Court
order, use cf the modifier in conjunction with the mark is
~accomplisned if the modifier is “used in sufficieat proximicy to
‘the mark such that a reasonable cbserver would normally view the
mark and the modifier in a single visual impression and would
recognize that otk the mark and the modifier are used by
registrant.' Paragraph 1(c¢) of the supplemental agreement
(Exhivit 5) specifically states, however, that in order to be
'used in coajunction with® the mark, the modifier does not have to
te *used mext rto or ian direct proximity to" the mérk in question.
Applicant takes the position that "BELL" alone cannot be the
bagis for opposer’s assertion that it has a family of marks
because the varicus marks asserted to be in the family have never
been prcmoted tccether as a family and because, under the terms of
the Court’s order, "BELL" cannot be used alone. Applicant argues
further that in their entireties, opposer’s marks do not so
Tesemble applicant’s mark that confusion is likely; that the
connotations of the marks diffex; that factual dispuces‘exist as
to the strength of opposer’s marks; that the goods set forth in
the application are not closely related to oppeser’s sarvices; and
that opposer should not be allowed to prevail in this proceeding

because of "miguse of registrationsg."



R,
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Applicant’s arguments against summary judgment, as noted
above, are not well taken. To begin, we turn to the assertion
that opposer sheuld be denied judgment because it has-"unclean
rands.” There is 8irpbly no basis for contending that genuine
issues of fact related to this defense exist.  Applicant admitg,
(response to Request No. 75 of opposer’s second get of requests
for admissions) cthat it has absolutely no evidence showing ény
8uch 'misuse of registrations." No such evidence has been made of
record in connection with the summary\judgment motion. Under.
these circumstances applicant hag Cclearly failed to meet itsg
burden under Rule S6 to show, by atfidavits or otherwige, that_-
Some factual dispute exists which necessitates a trial on this‘
igsue. 7 ‘

Instead, applicant simply argues that opposer cannot claim
ownership of a family of ?BELL® marks because, it asserts, the key
family component linkiz=g the marks, "BELL," cannot be at the core
of the family becausge by virtue of the Court order, it cannot be
used alone.

This argument makes no sense. In fact it is contrary to the
materials submitted by opposer in support of its motionm,
especially the aforementioned Exhibit 5 and various examples of .
modifiers, many of which ihclude the term *BELL.* Indead, the
"OHIO BELL,* *WISCONSIN BELL," "ILLINOIS BELL,® *INDIANA BELL" AND
"MICHIGAN BELL® marks pleaded by opposer iﬁ ics notice of

opposition are all ligted in the Supplemental Agreement as .
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aPproved modifiers. Simply put, *BELL" is used both alone and
with various other terms and designs, and such use appears to be
in complete ccmpliance with the. supplemental agreement approved by
the Court, which expressly sanctions use of "BELL" alone, ag long
as it is used irn sufficient proximity with one. of the approved
modifiers that consumers will realize that both the mark and the
modifier are being used by registrant.

There is no dispute concerning any facts material to thae
unclean hands defense asgerted by appiicant, and the undisputed
facts material to the issue of opposer’s use of its ragistered

concurreant use marks do not provide any basis for applicant’'s

assertion of this equitable defensge.
Moreover, applicant’s claim which it asgerts as the
affirmative defense of unclean hands actually constitutes an
impermisgible collateral attack on the validity of opposer’s
pPleaded corncurrent use registrations. The claim that usge of the
Tegistered *BELL" marks @lone is unlawrul appears to be one which
should have bean asgerted as the basgis for a councercla;m to
cancel opposger’s registrations, rather than as an equitable ,
defense. The Board cannot entertain an attack on the validity of

these registrations in the abgence of a counterclaim for |

12
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cancellation. HKaveg Industries, Inc. v. Shell 0il Co., 199 useqQ
618 (TTAB 1978), (aff’'d CCPA, 1979). Contrary to the assertion of
applicant, the mere filing of the opposition, without additional
conduct which demonstrates bad faith or behavior contrary to law,
does not make opposer the possessor of unclean hands. See: Aviga
Group Intermatiozal Inc. v. Faraut, 25 USPQ2d 1625 (TTAB 1892),
and Cook’'s Pest Control, Inc. v. Sanitas Pest Control Corp., 197
US?Q 265 (TTAS 1977).

In addition to this attack on the registered concurrent use
marks asserted in applicant’s affirmative defense, applicant
argues that opposer has no basis to assert that it owns a family
of marks because the mwarks asserted toc be members of the family
have not beez precoted together. Based on the materials submitted
in conrection with the motion, this argument is well taken.

It is well settled that *the mere ownership of a number of
marks sharing a ccrmon feature (or even ownership of registrations
thereof) is insufZicient to establish a claim of owmership of a
‘family’ of marks characterized by the feature in the absence of
Coopetent evidence showing that... the various marks. said to
constitute the ‘family’, or at least a goodly number of them, were
used and promoted together in such a manner as to create among
purchasers an asgociation of common ownership based upon the
‘family' characteristic...' Hasgter Industries, Inc. v. Tupon
Foods Inc., 2 UsSPQ2d 1646 (TTAB 1986). In the cage before us, we
have sparse evidence of promotion and uge of the various "BELL"

and bell design marks together as a family. We therefora cannot




eéxtend to opposer the broader scope of protection which would be
accorded to a family of marks. Such an extension is not needed ip
this case, hcwaQe:, because each of the ‘pleaded registered narks
constituces a PFroper basis for opposition without r8SQrt to the
claim of nembership in a family of marks.

| As we discussed in detail above, the dominant term in
applicart’s mark ig very similar to opposer‘s marks, "BELL,* the
bell design, and the marks which combine "BELL"® with other words -
and bell designs. When the marks of Ehg,parties are considered in
their entireties, the mark of applicant so resembles opposer’sg
marks 2s to be likaly to cause confusgion, especially in view of
the fame of OPposer’s *BILL" mark, the fact that oppoger 8ells the
products on which arplicant intends to uge its Proposed mark, and
rhe fact that oPposer-uses ics "BELL™ marks on goods and services
wvhich are Clogely related to applicant’s planned product.
Appliéanc has not demonstratad the existence of factual digpuces
concerning the 8crength of opposer’s marks QT the relationship
between opposer‘s pProducts and gervices and applicant/éﬁplanned
pProduct, nor hasg applicant otherwige met its burden undef Rule
sﬁ(e) of providing evidence in support of itsg argument that baged
o& the undisputeq facts, oppoger ig not entitled to judgment ag a

matter of law.




Accordingly, opposger g

granted Summary judgment, The opposition is sustained and

regiscration of applicant’s mark is denied

er Section 2(d) of
the Lanham Act,

J . 8 ams :

5 Ko
)
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FILED IN CLERK'S OFFICE
U.S.D.C» - Aﬂ&n!&
IN THE UNITED STATES DISTRICT CouRp

FOR THE NORTHERN DISTRICT OF GEGRGIA o 4
ATLANTA DIVISION SEP 2 31994

BELLSOUTH CORPORATION

Deputy Clerk
Plaintiff,

CIVIL ACTION NO,
1-93-Cv-1714-co

<.
[T

B.E.L. 'I'RONIC.J LINITFD (Canada)
and B. E L. —TQONILS L,MITFD .
(Kfmeas)

Defsndants.

The above-styled c&age is  before this court on

Plaintiff Bellsouth Corporation’s (hereinafrer "Bellsouth")

motion for permanent injunétiOn and damages Belléouth
brought its complalnt alleglng five (5) courcs (1) for
in'f,rin"gément of BellSouth'’s Ic.deral‘ Yy~ reglstered Bell

trademarks, including U,S8. Reg. -No 1, 565, 62 for the mark
BELL, undér 15 U.S.c. § 11145 (2) for unfair compatltlon under
15 U.s5.C. § 1128(a); (3} for deceptive trade .practices apd

unfair competition under 0.C.G.A. §lO 1-370; . cqw.ﬁér~ailu§iaﬁv

of a dlstlnctive trademark under §10 1-451; a'-n,glv_ (58) for unfair
competit:.on unider the common law of Geo*gla baged on alleged
trademark lnfrlngement, unfaiy compet;:ion,.détépti&é trade
praCtaces apd dl1ut10n. by the defendants B*E'L.QTx¢hics
Limited (Canada) and 5. E L fronics lelted' (Rensas) ,
(herelnafter’COllLCthQlY "Bel-troricgh) ., More specjfically,
BellSouth contends that a significant number of consumers

{Rev. 8/82)
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likely to be confused into believing that BEL-TRONICS
telephone products are affiliated, associated or connected

with the companies that share in the "RBell System” heritage,

including BellsSouth. BellSouth further contends that the use
of the VBEL-T-RONICS ot telephones and related products dilutes
the distinctive quality of BellSouth’s BELL marks . Bel-tronics
Eiled a counterclaim for declaratory judgment alleging that
Bellsouth did not owh a family of BELL méixv‘ilc's and that BELL
marks had bsen abandoned by 'Bé'l'l-s'out:l;x. . Prior to trial, Bel-
tronics filed a sst'ipul‘até_d voluntary dismissal, with
prﬁ»ejhdfée, of _its' cou‘n_te'rcliéim},» and amended i't;s Answer and
Counterclaim to withdraw its affirmative de-f;ansé»s Pextaining
to abandonment .

The gourxt, having considered all of the evidence,
i‘:;¢_ludiﬁg the exhibits and testimony of  lay and expert
witnesses f-o_r both the 'Plai‘nti‘-'t;f.‘ and def_enﬁan‘_ts, makes the

following findings of fact and conclusions o€ law,

1. FINDINGS OF PACT
A. PARTIES, JURISDICTION AND VENUE
1. Plaintiff BellSouth is-a .-:’Gé{o;;»gi.a corporation having
its principal place of business at 1155 Peachtree Sktreet.
Mf Atlanta, Georgia. |
2. Defendant Bel-Tronids Timited {Canada) is a
Canadian corporation having its principal place of ‘Business at

2422 Dunwin Drive, Mississauga, Ontario, Canada.

2

AQTIA
{(Rav..B/82Y
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3. Defendant Bel-Tronics Limited (Kansas) is & Kansas
corporation having its principal place of business at B100
Sagl Parkway, Cowvington, Gaorgia.

4. Defendant Bel-tronics is a wholly-owned subsidiary

of Defendant Bel-tronics Limited (Canada).

5. Plaintiff BellSouth has ite prinéipal place of
‘busineéss in the Noérthern District of Gédrgia-

6. Defendarnt Beél-tronics Limited (Kansas) has its
principal place of business in the Northern District of
Georgia.

T, Defendant Bel- Lronice leited (Canada) has its
prlncxpal place o£ bu31ness in Ontar:o, Canada.

B. The~court Aas jurisdiction over che,parties and the
csubject matter of Counts I and IT of BellSouth's complaint.
(fdr’féd?ralftfédemark_inf:ipgémédg under 15 U.§.C. § 1112 and
féd#fhl.pﬁfair.cdmgetition'unaer 15 U.S$.C. § 1121) pursuanc to

5 U.s.C. § 1121 and 28 U.$.C. §§ 1331 and 1338.

‘9. ”ha court has Jurlsdictlon over the. pargles and the
snbject matcex' ot Counts . ITI, IV, amd V of BellSouth’s
compla&ntgpq auant to tha doctrlne of supplemental ox perndant

Furisdiction.. ‘Venue. ia approp

of Georgia under 28'U,Swa;§§}l§91'&ﬁd_l%0§(§)f
B. BELLSYSTm HERITAGE

ig., Prlor to divestlture of tha Amerlcan Lelephonp &

Telegraph Lompany (“AT&T"), Lhe “BELL 5ystam" ineludad- twen*vﬁ

AO Tk
(Rov H182)

13
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two (22) “BELL" operating telephone companies that provided
local telephone exchange services. Each operating company was
owned by AT&T and each had the right te use the "BELL" name
and marks, including the mark "BELL" and the "Bell Logo", in

connection with the various telephone-related goéds  and

services. United States v. Westérn Electyic Co. .Ing., 569
F.Supp. 1057, 1062, n.5, 1074, 1077-81 (D.D.C. 1983) .

11. Two such “BELL" operating télephone companies were

Southexn Bell Telephone & Telegraph'ccmpény'(“Sbuthéfn Bellm)
and . South Central Bell Telephone Company. (“South Central
Bcll") Southern Hell f1rsu»ente:gd the»talepﬁane bugiﬁggssin
the 1B00‘s, and provided telephone exCﬁangé services in
certain areas of the statas of North Carocliha, South Carolina,
Georgia, Florida, Alabama, Mississippi, Louisiana, Tennessea
and Kentucky previously served by Sbuthe-i‘; Bell.

12. Southern Bell of fered tele’phoné '_é)‘ccha'ﬁ:g'e services
as early as 1879. Southern Bell used the "BELL LOGO" as early
as 1938 and repeatedly tﬁereafter, Séuthern Bell used the
mark Bé* as -early as 1905 snd repeatedly theraaFLer

BellSouth 1ntroduced a serxes of exhlblts documentlng the

1obgstand1ng uge of these narks’ and *he oral testimony of

Charles Rogers, a long tine employee of SQuthnrn Bell

13 As A result of Lhe exclu‘ ieiand extens;ve use- by

the BEuL operatlng vompanxesi<1nclud1ng SOu_ljrn Bell dnd

'SOUthFCénbrél*Béll_ tne mark BELL and the ”BELL-LOLO" acqulrad

cignificant goodwill and became-famous trademarké. Seuthern.

AOTIA
{Rev. 8/82)
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Bell and South Central Bell shared in the heritage of the

formar "Bell System" and the related goodwilil, as represented

in part by cthe mark BELL and the "Bell Logo".

14, In un;wg"“*ﬁg; €8V, gmg;;cag Tel .. and Tel, Co.,
552 F.Supp. 131 (D.p.c. 1992) l:he Digtriect Court for the
District of Columbia (D. . Court) divested the "Bell Systam"-
celephone companles from AT&T and-established seven regional
companies as holding companies for theftwenty~two EOrmer'ﬁBéll

System® telephdhe companies . Qee Unlted Sta;e

1g;§ctr1c Co Inc 559 . Supp 1057 1062 n, (D D C 1983)
'BellSouth 1s the regzonal holding company for Southe*n Bell
and $outh Central Bell and, therefoxe, the successor—xn-
interest co ATET. The other six regional .compaﬁieé are
Ameritech, Southwestern Bell, NYNEX, Bell Atlantic, US West
and.'éécific Telesis. These seven regional companies areé
referred to as the "Regional Bell Operating Companies” or the
"Baly Bells.

1S. The D.C. Court ordered ATET to 'éubfr}it a plan of
reorganization. The -D.C. Couxt, -'cfa-éz-'e--d that - tﬁé plan of
reo*ganzzation prov1de for use oF tne “Bell" name and" marks,
includxng the BELL dnd the- "Bell Lngo'v by the operag;pg

companles. Th& D ¢, Court further ordered that ownership of

the’ "Bpll" name dnd marks should be passed at rg¢x1y to ‘the .

regional companles Qn&pgd Sra{efﬁfffff“:"

ins., 569 F. Supp. at 1079 (D D C 1993)

16. First, the D.C. COurt emphas;zed and relied on the

1171072060 FRI 13:48 [TX/KS NO 56301 o1
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fact that the BELL marks had acguired valuable and extensive
goodwill with the public. The D.C. Court referred to it as a

"historical fact" that tlie Bell System had become "Fixed in

the national consciousness...? United States v. Hestern

Ing, 569 F.Supp at 1076 (D.D.C. 1983).

i7. Second, the D.C. Court held that the BELL marks
should bé used by the regional companies po that they could
use their "existing relationship to telephone subscribers® ro
market customer priemise equipment.

18. Third, the D.€. Court zecogniigdacha;<ghefuse,of

the QBLL marks by several of the-ﬁéll télephdﬁe companies
Q0u1§ confuse the pubiic batween the various companies and
placed certain restrictions on the use of the BELL marks to be
assigned'ftom AT&T. Pursuant to nh§ orde§s of the D.C. Cgurt,
AT&T abaigﬁed‘all-bf-ita :ights,xpitiaﬂana interesc . within the
Uriited States to the ;ﬁELL"’néme:énd marké, togéther with the
goodwill symbolized thereby, to the regional holdihg
companies. BellSouth thus obtained exclusive right in.and to
the mark BELL and the "Beall Logd", subject thy to the
coneEurrant ise. rights qf-thevqthét-di§e$ted c@hpahiea'that
share in the former “Bell System® heritage.

19; rhe :egi@hél compéﬁiQS‘éubsequéntly enpéred,into
_a-Suyp;emggtal,AgxgqmenL whe:gbyveaCﬁ_regicnal_coﬁpany-waSvtg
use é ﬁ¢di£ierfiﬁ conjunction with the assigned‘ﬁsabnﬁ name
and marks, both inside and.dﬁﬁsidé'cf itgltérritory;

20, Under the texrms of the D.C. Cdurt, use eof &

(Rav. BIR2)
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modifier in conjunction with the BELL mark 16 accomplighed if
the modifier is “used in sufficient proximity to the mark such
that a reasonable observer would naormally view the mark and
che modifier in a single visual 1mpression and would recoqnize
that the Asoigned.maxx is being used’ by the game entiny as is
using the modifler.

c. ADOPTION USE AND REGISTRATION oF BELLSOUTH'S BEDL MARRS

21. The Jnltud States Patent and Trademark Office
subsequently issved such eoncurrant trademark and service mark
registrations toc the. regxonal companiaa.

22. One asalgned mark wan the word BELI:. BellSouth
was issued U.S. Trademark/gervica Mark Registration Wo.
1,565,562 for the mark BELL for various telecommunicationg-
related gcods  and servicas, specifically including
“Eelephones® and."Lelepnonc accessories. This registration
was issued on November 14, 1589, and is valid, subsisting and
unrevoked. This registration is _prima facie evidence of
BellSouth’s exclusive right to Use the mark BELL in commerce
in connecticA with. the goods and servxces speclfled in thea.
zeglgtratlon, stubhject only to the c0ncurren: use *1ghts of the
other regioual ccmpaniee thac'share in the "Bell System”
heritage. v

23. Similarly, the oﬁhﬁr'fiég;onal companies ware
issuad reéiStr&ﬁiqns_ for  ¢&§ méﬁk BELL ﬁor‘ various
teleéommunications.gbods-andfséf§i¢és; speéific&liy~id¢1uding

"telephones” and vYtelephone accessorieg "

AD A
Q\s . 8182}
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24. Another assigned mark was the “Bell Logo . "

BellSouth was alse issuyed U.sS. Trademark/Service Mark

Registration No. 1,569,327 for the "Ball Lego" for various
celccommunlcarxons re]aLed qoods ~and: servxces, including |
telpphonﬁs and telepkone aocessories- “The registratiéh issucd
on December 5, 1989, and is valid, sfubsisting and unrevoked.
This registration is prima facie evidence of BellSouth’s
exclu31ve right to use the "Béll Loge" in cowmerce in
connecL;on with the goods and servsces specxflad in che'
registratlcn, subject only to the concurrent use rights of the‘
other companies that share in the ARE1- System“ her;cage,

25. BellSouth‘’s subsidzaty-contxnued to usée thé mark
Southern Bell. BellSouth obtained U.S. Trademark/Service Mark
Regiztration No. 1,459,998 for the mark SOUTHERN BELL for
various telephone-related gsods: and  §6$#10€9. The
registration issued on OCtgbéi 6, >1987, and is wvalid,
subsisting and unreveked. This registration is prima facie
evidence of BellSouth’s exclusive 'righﬁ te use the maxk
SOUTHERN BELL in commexce. in conneccion with the goods and

services .specified 1n thse regxstration.

26. BellSoubh' _. suhs;dxary SOutn Central - Bell
continued to use the mark sovm CE:NTRAL BELL. BellSouth

obtained U.S. Trademark/Service‘ Mark Reglstratlon No .

1,459,194 for the wark sotm-x cammu.. BELL 'fr'varmus goods

and sérvices. ThlB ragls:ratxon lssued on September 29, 1987,

and is wvalid, subsisting aﬂd unravoked Thls'reglstration is

117102000 FRI 13:48  I'TX/RX KO &6307 fho1s
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prima facie evidaence of BellSouth’s exclusive right to use the
mark SOUTH CENTRAL BELL in commerce in connaction with the
goods and services specified in the registration.

27. BellSouth also adopted and used certain new BELL
marks on the foundation of its exclusive right to use the.BELL
nawme . BellSouth obtained U.§. Trademark Registration No.
1,565,559 for the mark BELLSOUTH for varioﬁs.goods, inc1uding
telephones and telephone accessories, This registration
issued November 14, 1989 is valid, subgiscing, ana Qﬁrevoked
This reglstratlon ia prima fac*e ev1dence of BELLSOUTH 5 -
ea:clus:.ve right to use the mar)c BELLSOUTH in _c'o,mme-rice in
connection with the goods specified in che registration.

28. BellSouth has obtaihéd U.s. Tradamark
Registration No. 1,698,835 tor the mark BELLSOUTH PRODUCTS of

various telephone-related goods, including . telephones,

cordless telephones, telephone accessories and telephone
answering machines. This registration issued on July 7, 1992,
is valid, subsisting and unievoked. Thisg registration is
primaﬁfacie eVidencevofssellsouth;s-ex¢lu31ve right to use the
mark BELLSQUTH PRODUCTS in com@eréé in connectien with the
goods specified in the regiétra:ioﬁj

29. BellSouth has introduced substantial evidéncé that
it has used and coztinues ‘tm uge each oi these wmarks.
-BellSouth has used the mark BBLLSOUTH to promoLe the telephone
goods and sexrvices of its afiil;ates. ' The marks BELL,

SOUTHERN BELL, and the BELL Légd have been used since

1171072000 FRI 13048 (PX/RX NGO 86304 Boi7




ILAAn/00 PRI 14:42 FaX 30. 1 2110 BIPCO IPI 018087

~

approximately the turn of the century in association with
telaphone services and related goods. South Central Bell has
used the marks SOUTH CENTRAL BELL and the BELL Loge since
1968, BéllSouth Telgcommunicakions, Inc., doing business as
"Southern Bell" and "Soueh Central Bell" has continued to use
the BELL marks, in association with caller identification

services. BellSouth Advertising & Publishing Corporation has

used the mark BELLSOUTH, the BELL Logo, SOUTHERN BELL and
SOUTH CENTRAL ‘BELL in a»soc1atlon with tPlephone aireckorwes
and related servicee BellSouth Products, Iné. has ‘used the
mark BBLLSOUTH PRODUCTS on - and in dsscciation with cordless
telephones, telephone answering machines and caller
identification units.

30. - BellSouth offers _and sells telephones and '’
Eeléph6h6¥relané& pfdducts,'ihCIQding dérdlegg téiépbbnés,
ahSwering:'machines and célléi identification units on a
naﬁiohwiae bagis, including Georgia, through its exclusive
distribﬁtor, U.s. Electronics, Inc. BellSouth does not sell
rdi:eetlywto consuners .

31. BellSouth Producta, inc., Ehrough u.s.
Slectréﬁicé; Inc., sells telephones and Lelephone related
.producns, includlng cordloss telephones, anSWering machines
and caller 1dent1f1catzon unlts “in- vatalogs,-*ht&il stores and
;,ma_s,.s- -'mairghanq-ls--;»ng _esc_abll_shmencs; _s;;ch'. 'v.é_-fs_tiabli-é'hm_é_znts
include Méc?ﬁﬁ[ Rich’e,'Target; wél~Maft;'samis; Montgomery

Waxrd, Ace Hardware, Service Merchandise, Sam’s Warehoise Club,

10

O 124,
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Office Depgt, Office Warchouse, Lechmere, Hest Buy, Harco
Drugs and Lurias. BellSouth also sells its telephones and
relared goods in catalogs, such as dirline flight guides.

32. BellSouth advertised telephanes and telephona -
related prodncts, including cordless telephones, telephone
ansﬁeiing machines and caller 1dent1ticaLlon units in print
media, :ncludxng tradﬂ publlcatlons. brochureg, flyers, ete.
at trade shows and by direct contact, BellSouth sells a wide
range of cordlass telephones} ranging in price from a low of
about $39 00 to $49.00 to a hiqh of “about $150.00 for a
tpleohoue 1ntegrated with another 'device such as an answering
machine. BeéellSouth atnd its exclusive distributor have spent
substéntial'sums-adVértising the BELL mark.

33, U.s. Eleccronics, Inc. alsa . ‘promotes telennones
and telephone related products ‘béaring the marks BELLSOUTH
PRODUCTS and the "Bell Logo." U.S. Electronics provides "co-
Sp" advertiszing for retailers that results ip advertising in
brochures such as Sunday newspaper inserts,'flyers, etg,, and
in  eledtronic media such as televisidn, " radio  and
advertisements.

34, Mr. A':_idr_-few Lowinger, President of  U.s.
Eléccraﬁits, Inc:, stified that the BE#li nahe was very
va]uable' in Lhe sale aqf -Celephoneég cordless celéﬁhoneé,
tel@phcng answerxng ‘machiﬁes- “and caller 1dent1f1cac10n
equipment. Mr. Lowinger also testifled that the marketplace

for éuéh'products is segmenced, in that many retallers and

11
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mass merchandisers will offer a BELL brand and cartain other
brands.

i Within the state of Georgia and in interstate
commerce, BellSouth and its subsidiaries have engaged and
continue to engage in extensiva- ad*mrrising and promotiocn of
their trademarks ,'serv1ce marks and cradc names .

D. PUBLIC RECOGNITION

36. Within thda state of Georgia and in interstate

comm@grece, BellSouth and itse subsidiéries have used and
con:inue_tg'use the-"aell" name and narks.

37 BellSouth has. adopted used and uses a well -known
group of marks that incorporates var;ous other terms and
designs in conjunction with the root word "BELL." BellSouth
has uséd and promoted it& Bell marks together, so as to create
among'purchasérs an éssociatiﬁn,pf:égmﬁon-ownership with £he
family of Bellsg, | |

38. Charles Regers, President of BellsSouth testified

that he has no recollection of BGliSouth'eVér uSing ‘the BEDLL.
word mark alone or without thc approved geographzc modifiers.
Slncn'dlvestiture,_EellSouch has never used the BELL or snLL
Logo marks standlng ‘alone, to zdentlfy its telephone prodacts
and services. -
E. B E L_—TRONICS AND ITS. KARK "BEL TRONICS‘

3y, Bcl tronins st orlglnally founded in 1967 ag’
Blltz Electrcnxcs le«ted In.ﬂ970 the company 8. name wae

abbreviated - ‘ce BJE.L. ~-Tronica lelted

13-

{Hey, B2

trfinzaono.ﬁki,ix;qq ATXZRX NO 88307 Fo20

ATLLIBOI 1450455 1




11-10/00 FRI 14:43  FaX 3o 2110 WIPCO IPL do21-057

~

40. Heither of the defendants have any affiliacion,
agsociation or connection with or authorization from BellSouth
or any of its affiliated companies,

41. Bel-tronics began its Dbdusiness manufacturing
automotive-related products ana is reccghized asg a leéaing
manvifacturer of radar and iaSér-détaétion équipmght. Bel-
tronics!' radar ddtactors afe'identified worldwide under the
trademarks BEL-~TRONICS, BEL-TRONICS L_i-M_ITﬁD, B‘Et ‘and. by the
BEL logo, whicgh CQDBIGCB of the lettars "BEL" in an éilipse
(hereinaftar the vBEL LEge") . Its current lzne &t consumer
electronics products also anludes & golf’head speed measurxng
cdevice and the products in issue in this case, cotdleas
telephones arnd caller idencificﬁtion units. In the mid-
1980's, Bel-tronice offered and sold .satellite television
equipnent for ap§£01imate1y eighteen (1B) months. The slogan

"Clear as a BEL“ is used in conjunction with the sale of this

equipment and not telephones.

42. B.E.L-Tronics is the owner of a U.§, Tragemark
Registratien, U.S. ﬁeg’iét'réthh No. -1,765,584 Ffor che BEU
Logo.

-43. The BEL Logo is also 'régig;gred in numercus
foreign countries including Germany, £ngland, and Japan. The
U.5. Régistratién“is'for-goed§'déséfibéd éa rédar'détéctors,
1ntrudar alarms and burglar alarms 1n International Class 9,
the same class cavering most cenSUmpr elgctrogxcs_gchs»

ineluding talephoneg.

13
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44 . Bel-tronies firast began to consider entering the
telephone or telecommunications market in 1989. Bel-tronics
was aware of a potential problem using its corporate identity
on telephones and related producns, but desirgd to transfer
the go’odxﬁ:iil that it had built in the automotive-related
products industzry to the telecon{municaticns industry. A
trademark search done in October, 1989, for the mark REL for
cordliess telephones located BellSouth’s pending concurrent use
appllcation for federal regigtration of the mark BELL and - the
regzstzatxon appllcations f;led by the other six regional
‘.ompaxnes for the BELL mark On October 1€, 1991 M Mak\:
an englneer with’ Bel-~ron1cs, ra:sed concerns over posyible
trademark infringement problem in uging the "“BEL" mark on
telephones to Mr. Fuhrmann, Vice President of the marketing
saIQS'atlthe cime.

'45. On March 11, 19%1, abour three and a half years
ago, Béi—croniés filed an intent-to-use application to
register a new mark for cordless ctelephones, the "BEL
EELTRCN_IQS and ELLIPSE DESIGN ‘maz;k{. The application was
filéd under the intént-tc use‘provisions of 18 0.8.C. &
1052 (b). The proposid BEL éELTRéNIGS~and’Desi§n mark was
publighed fbt-purycses cf.éppoéicicn in acceordance with 15
U.s.C. §1062. |

46. Fi tve of 1‘he seven zegicmal Bell companies £iled.
onpositlon to che regiatration o: the BEL QELTRONICS_gnd

Design mirk on tha gxounds that the mark was écdfusingly

1.4
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gimilar to each of the regional Bell companies’ set of RELL
marks used to identify various telecommunications services and
products.

47. Bel-tronics filed a motion to consolidaté all
claims dppqsing its BEL BELTRONICS mark. This wotion was
déenied on October 22, 1992, on the grounds that the regional
Bell companies did not shire a common interest and ﬁhét each
of the companies claimed owhership to different trademark
registrations, and, thus, their cases ‘would bBe based on a set
qfifa¢CS-udique‘to eéch’oppéser.v5The%ﬁnited States-Patenﬁ and
*Tfademérk Office’s Trademark 'Trfal and Appeal BSHrd
(héreinafter "T.T.B.*) held in NYNEX and Ameritech decision,
two of the seven regional Bell companies opposing the BEL
EELTRONICS_mark, that there-ﬁas-a likelihsod of confusion
between the BEL BEL4TRoNics & Desigh and the fBELL" marks
oQﬁed by Ameritech and NYNEX. Ses Ameritech, at 13; NYNEX at
11. In addition, the T.T.A.B. held that the plaintiff and the
othex -tégipnél bell comparies have used their concurrent

régistrations of the "BELL™ dnd the "BELL Logo" marks in

compliance with the court’s ordar in United States v. Western

.. 569 F.Supp. IOSJ'RCQ;ﬁ;C;), aff’d sub non.,

fcalifggniaﬁ;y;~1united;13;ac§s, 464 U.S. 1013 (1983). Sge

Ameritech, at 12; NYNEX, -at 9. ‘Southwestern Bell, at 7;

h, at 7-8.

48. In view of the pending opposition, Bel-trondics

decided not to usge either the BEL in theé ellipse mark or its

15
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applied-for BEL BELTRONYCS and Design mark on telephone

products. Thus far, Bel-tronics has only affixed the mark

BEL-TRONICS and Lhe trade name BEL-TRONICS LIMITED to any

telephone or related product. Bel-tronics has not used the
BEL & Design or BEL BEL-TRONICS & béﬁs’i’gfﬁ marks to identify
their telephones or related products.

45, Bel-tronics announced in Januéry, 1993, that it
would begin selling telecommunications products, At thae bi-
annual .Consumér' Electronies éhbw- Bel txon;cs displayed
cordlesa telephones -ang. uallerwid:units bearing the mark BBL-
TRONICS These phones were prototypeé and not: available for
sale at that time. Mr. Rogers, President of .BellSouth’s
Products, Inc. testified that he beliéved Be1~cronics was
merely testing the marketplace.

50. Bel-trenics displayed. actual vordless telephones
and caller identification unitg bearing the mark BEL-TRONICS
at the Juhe, 1993, Consumer Electrénica Show.

51. BRel-tronics subééquénblyrbegan:to sell jts first

caller identification units’ and 900 MHz cordless Lelephones

Bel- tronlcs 46/49 Miz cordless telepbones were never 8old or
offered to. che.publlc Bel tronics lrtends to make and sell
telephone answerlng machlnes 1n cha near future.

52. Bel- tronics' "Caller ID"'unlta oEfered for sale

consr:cute an . accessmry product,i he caller ld unzts are

functional only 1f che local telephone comoany offcrs callsr

identlficatlon services,

16
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3. Bel-tronics has offered and sold 900 Mz cordlegs

elephones to the public. This telephone uges a different

frequency from the 45/49 MHz talephones offéred by BellSouth

and ig gold at retail for approximately $279.00. BellSouth

does not offer a $¢0 Mz télephbne'prgauct'ac-thisltime‘
There was testimony that other manufacturers offer the 900 Mz
telephones for a somewhat lesser cost, bui ROt around The
price range of the BellSouth telephones,

54, Since August, 1993, Bel- tronlcs has sold cordless

telephories. dnd caller 1dentification units in varlous channels

of trade. Bel Tronics cordless telephones and»calle*-ld Units
have been sold through catalogs, such as Delta flight guide
and Herrington’s catalogs, and at mass mercﬁénaising outlets
and retail storés such as Macy's'énd W;I'Mart- Bel-tronjcs’
telephone-related products are advertxsed in flye s, tvrade
jortrnals, magazines and on radio.

55. BellScuth and Bel-trdnics both advertise in
Herrington’s-and certain flight guides. 1In Lhe Herrington
catalog was an expressxon,“Wich BEL in your shlrt pOCket

'w;th reference to: the BEL- TRONICS"ccrdless telephone. Bel-

tronlcs has inetructed irs sales represencat;ves ro object to
such uses of the BEL with - telephones ‘and related products.

-Several of the advertisements hewever, wera'run afrer Bel-

t*onvcs had glven such 1n9tvuctlon ‘Bel- rronics and the
public have used BEL as a shorthand *eference of BiE.L.-
Tronics. '

17
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S6. The dominant portion of the defendants’ mark is
the word *BEL", which is combined with the term "tronics", as
BEL-TRONICS. Sea Ameritech, p.6 (PTX 166) ; NYNEX, p.7 (PTX
167) .

F. CONFUSION RESULTING FROM USE OF THE MARR "BEL-TRONICSW

57. BellSouth has introduced different forms of

actual confusion evidence resulting from the use of the mark

BEL-TRONICS on Cordless'teIEPhones and callexr idéhtificatidn

equipﬁéﬁt- BellSouth lntrOdUCLd evidénce of celephonev

business profe851enals that nestified thaL they ware confused
namely :Mff Malcolm Paton and Earl Signer. Mr. paton,
President of HB Electronics testified that he saw the Bel-
tronics telephone display at the June 1993 Consumer
Electrdngés Show and mistakenly belie;ed that Bel-tronics was

associated with a former Bell System Company. My. Signer,

former national buysr for Sears Roebuck for all telephones and
:elephbné~rélatad products, testified that he believed that
mast rétail consumers, upon seeing a BEL-TRONICS cordless
telephone would assume some association with one of the BELL
compaﬂiésf

58. BellSouth has sho&h that approximately twenty
(20) coneumera who purchased a BELLSOUTH PRODUCTS telephone
Drwduct have mistakenly concacted Bel ~tronics for warrantv
derv1Ce and/or repazr.» There was evxdenge that some of these
calls way have bQEH_misditécﬁéd by the rerailers,

5%, BellSouth conducted & survey indicating that a

i8
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substantial number of respondents wére confused as to cthe

gsource of the BEL-TRONICS produck.

©60. Mr, Harry O’'Nail, Vvice Chairman of Roper Starch

Worldwide, Inc., a market research firm, testified concerning

a study conducted by his crgahiza:ion. The study was done

among 323 respondents that'gitber Had cordless tﬁiéphbnes.in

kheir homes or were in the market for a cordless telaphone

over the next 12 months. The respondents wera interviewed in

eight malls in eight cities. The eight cordless telephones
weére shown in random order. -

61. In answer to the first question, saventy-one (71)
respondents (22%) wrongly believed that Bel-tronics was
associated with a telephone company. Of those 71 responderits,
75% béiieyéélphe Bél»tronics_teleﬁﬁoné was associated with a
-:eiéﬁh@ne company because of thelhaﬁe'BEL—TRONICSL

62. Mr; O'Neil testified that this data establishes
that there is a significant level of confusion as to the
source of the Bel-tronics cordless telephone. Fifteen percent
(15%) represents the threshold to ‘establish a likelihood of
conusion. .

63. On ,_tribsa-examibﬁatji..a‘n, Mr: O'Neil testified that

2% of persons surveyed Chought thare was a connegtion between

Bel -tronics telephone and BellSauth telephones .
64, ,Bel-chnica'agr555 gales of teiécémmunidatiénﬁ
produ&téfﬁhr¢ugh June 20, 1894, was apprcximataiy $3x915)711

($2,894 .1€1 in telephonas aﬁa-sl,OZl,SSO in caller-ID units) .

13
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Bel-tronics presented evidence that it had suffered a net loss
of $446,482 before tsxes with reapect to caller identification
unics.

65. Defendants presented testimony that it had a
"Gross Margin’ on. telecommunicatich p_rod_ucts of $993,454, a
net loasg of'$446;482'on éordlass telephones ard a hset iﬁccme
before taxes of 3107483,dn9caller-idéﬁtification units. This
evidence was uncontroverted.:

A. JﬂRISDICTION, VENUE
1. The purpoqe of Section 43(a) af: tha Lancham Ad¢t, 1S
U.S.C. § 1125(a) was set out in Gold-Seal Co. v. Weeks 129

F.Supp. 928 (D.D.C. 19385}, aff’'g ; gg dom, S.E. Johnson &. Sonsl

Inc..v. Gold Seal Cok, 230 F.2d4 832 (1956) as:

It (43(a)) repreqents,'w - this area, an
affirmative code of b wegs ethics,.. 1In
effect, iv says: you may not conduét your
business in a way that unnecessarily and
unfairly intérferes with: and. injurey that of -
another, you, may'rot ¢ '

'commeditles.v
Id. at 940.

2. In order to- succeed 1n the present cause of actlen
under Section 43 of the Lantham Act, ls-u-s c. 51125{81,

plaintiff BellSouch must prove that B E L. ~tron1cs~

(1) uqeq a ward, tarm, , symbol, or_devm¢e¢5érfany

:combinacmgn_chcreqﬁin
(2) in interstate commerce;
(3) in ¢onnection with goeds and services;

20

t false designation of origin;

LL/1072000 TRI 13:48  [TX/RX NO 56301 @028




11710700 FRE 1445 FAX 20! 1 2110 BIPCG  1PY ido2¢,037

~

{4) that 1s 1likely teo cause confusion as to the

-

affiliation, connectien ar association of defendant

with another person or the origin, sponsorship or

approval of defendant ‘s goods or commercial activities

by another pergon; ‘and;

(5) BellSouth has bean or is 11k61y Lo be damaged by

*hese Acts, See QLQQ 15 U 8 J o 51125(3)(“)

3. The Elevénth. Clzcuit has 1dent1fied certain factorq
to be considered ln determinlng 'whether a.’ llkelxhced. of
confusion exists: (1) the type of trademark an issue; {2)
similarivy of design; (3)~s;m11argty-of}prqduct: {43 identity
of retail outlets and purchasers; (5) identity of Advértiging

media; (6) defandant’'s intent; and' (7) actual confusion.

Safeway Stores, Inc, V. S@fewav Discounc Druq L Ing,, 67; F.2d

1160, 1163 (i1lth Cir: 1982) “~Co,,.S.A.~vu

Shaw-Ross Int'l Imports, Ths, 756 F.2d 1525, 1530-33  (1ith
Ci.r_. 1985) .
4. The court may consxder ot_her probatlve evxduxce

that does not fit Wl*hln any of the facCOrs :éW&QQQwWﬁ&QﬁL

S.A. Y. Taxor, Inv., 785 F.2d 955 958{”” '

5. leellhood of conffs;cn isa question of fact thar

must be proven by preponderance of the evidenCP

Haxlandrco.qv,,Clarkychecksﬁyﬁpczﬁ ]Ll;?q%ﬁ;&ﬁs, QﬁQ%BAﬁlibh}
Cir. 1983). )
6. In_examiﬁing“thé Lactcrs neuassary &or provzng

likelihcod of céhidﬁion. "a plalnciff need not show all, orx

21
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even most, of the factors,., in any particular case to be

successful . " YWynn Q44 Co. v, Thomas, 839 F.34 1183, 1186 (6th

Cix. 198B); Gold Kist, Ipnc, v, Cenagra, Ing,, 708 F.Supp.
1291, 1296 (N.D. Ga. 1989); c;rxbank NAL V. Citibanc. Greup,

Inc., 724 F.2d 1540, 1547-8 (11th Cir. 1984) .

7. The proceadings of thevTTAB-are'relevant evidence
for the court to consider. Eleventh Circuit precedant.

establishes that the findings of the TTAB will control in a

subsequent 1nfr1ngﬂment suit between the same part es unless

the con rary is es tablished by evldence chat in character“aﬁd

amount, carries. rhorough convictlon

Insurance Co. v, Heritage Life Insurance Co. 454 F.2d 1176,

1180-1 {11tk Cir. 1985) .
B.. BELLSOUTﬁ’S TRADEMARK RIGHTS

8. BellSouth is the 1awful owner of the mark BELL for
a wide variety of telephone-related goeds and services.
BellSouth has used this mark in'aCCQrdance with the orders and
opihions‘of'thehD;C.'Court wniich réquires that the Beil mafks
bBe useq in conjunctlon.WLth a gaographlc 1dent1f1er :Therméfk
“has beeﬁ and continues to be a famous trademark By virtuéxof
BellSouth and its sub81d1ar1ps’ longstahding and extensive
use,  promotion and‘advertisihg,van in. view of the.pgbli&'s
récogﬁiticn oﬁ theAﬁmrk EELBQ used in ronncct ion with a
gncoraphlc ldentlfiPT has cume and conrinue to indlcace

Bellqcuth s and’ 1ts atf*lxatca ds bezng connect to tne Bell

System a8 a source for telephone~relaté& goods and servicees.
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BallSouth is

Maxic

BELL?

BELIL LC’QDI

BELL Logo?

BELLSOUTH
BELLSOUTH

SOUTHERN BELL

SOUTH CENTRAL

vBELLSOUTd

PRODUCTS

AO P3A
{Hav 8182

fhoarrasy

owner of the following

registrations for BELL trademarks:

Goods

Telephone and telephone
accéssaties

Telephone and telephone
accebaorles
Telecqmmun;cation gservices

Talephone and telephone
Bccegsories.

ng: telecommunicatlons
'8 to othars

P;éviéing. telecommunications
services to otherg

Providind telecommunications
services to others

Customer premlses telecommuni -~

cations. networks and parts

therefor, telephones, cordleas
telephone acceasor*es, modems ;
compiit 8y prlnters, facsimlle,
mach 2

termlnals, celephor

-answeringmachxnes vaide mail

syd ccmpzlslng telephone

‘5rn‘canjﬁnctﬁéﬁiwith*gedgraphic¢m¢a£ﬁrer
in conjunction WLth'geQQraphic nodifiers

’In conjunction with gecgraphic modifier
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10. BellSouth’s trademark registrations constitute
prima facie evidence of validity thereof, and of BellSouth's

ownership of the respective marks identified therein and of

8ellSouth’s exclusiva right to uge said marks in connaction

with the goode and services épec;fied-théreiu. 15 U.s.C. §

1057(b) ; Rokor Rookexr Corp. v. O'Neil, S13 F.2d 44 (Sth Cir.

1975} .

11. BellSouth is the owner of exclugive rights in and
to the BELL marks ownad and used by BellSouth and its
subsidiariea. Such exclusive rights axe embodied in
ééliSoh&hfa féderallyéregiétereﬁ-éﬁﬁb“ﬁabkébsét foTth above.

12. BellSouth established ownership of a family of
BELL wmarks by using and promoting the BELL mark together in
such a manner as to create among purchasers an association of
common dwnership with the -historical’ BELL system and is

entitled to broader protection. - Hgster Industries Inc. v.

Tupon Foods, .Inc., 2 U.S.P.Q.2d 1646 (TTAB 1986) ; J&J _ Snack

Foodn Corp. v, McDonald’s Corn., 93z F.2d 1460 (Fed. Cir.

1891} _
c,"LIKELIBOQD”OF cgﬁtﬁsiﬁx

» 13. The 5treﬁgtﬁ of a traGQMafk is essencially a
consideration of rdistinctiveness.” A stiong maxk is very

distinctive and widely protected; & weak mark is not.

Dniversity of Geovgiu Athletic Assn. v. Laite, 756 F.2d 1535
(11lth Cir. 1985).

14 . The factors rto be considered in determining

24
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whether a trademark is strong or weak include {a) the type of

s

mark, i.e., whether the mark is, in ascending order of

stxength, descriptive, suggestive, arbitrary or coidied,

ggfeway.SCo:és‘::nc‘, 675 F.2d at 1164) ; (b) the amount of use

of thé term by others in the same product and g@ngfaphicdl
area; and {c) consumer rccognition of Lhe mark bascd on ‘its

use, the afiount of adverglelng and promotlon done under the

maxk, John H Hg:land Co V. CLark Checksi Ipe., 711 9,2d at
956, 973 -5 (llth Cir L986)} |

1%, An. albltrary mark is a "word in. éommon use -bu£
not. aoplled to a product or service unrelated to its meanlng,

SO that the word neither describes not suggests the product or

. service..." Jellibeane, Inc.,v.-skg;ina.clubs.of.Géorqié*
Inec., 716 F.zd 833, 846 (T1ch Cir. wée?) As the. ‘word ‘BELL

has no relatlonshlp to telephone related goods and services,
the BBLL_marks are, therefore,.arp;trary trademarks.

16. The strength of the BELL mArkJ 1is fufther found
in  their dblllty ro, distlngUlsh goods and scrv1ces on two

}evequ Flrst 'each BELL mark 1ndicated that the goods and

serv1ces offered tLereundcr are provmded by a ‘company’ Lhat’

shares An’ the heritaqe of the former "Bell System"4 Second

when uged in conjunchlon with a geographic mo‘;fier, a BELL '

ma_k, such as BellSou»h xndlcatea from whxch BELL company Juch

geods or ‘services orJginatev ’ .
17.  The strength of the BELL marks is fufther'fbund

in their longstanding use. BellSouth and its subsidiaries

25
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have made extensive use of the BELL marks for a significant
period of time. The BELL name was first used Ly the former
Seuthern Bell in 1879, .

18. Since dives c;Lure, BellSouth hay develcpcd a
famlly of company names and marks by which it uses the common
element of the BBLL t0gechér'wich its geographic modifier.

19. The public long ago catde to associate the nark 
BELL with the high duality telecommnications goods and
services origi.na*'ti‘ng with the BELL System,

20 R&l< txonics has introduced evxdence that there are

severil companzes whoge namesq_egzn-with the'lenters‘"BEL“Acr'
"BELL" listed in an- electronloa telephone directory.
21. There is no evldenc¢~that any of these companies,

other than the divested former. BELL System compdnies,

'manufacturé talephones or related products or provide

telephone services.
22. 1In vmew of the fact that the BELLs marks are each
asztzaxy Lrademarks, that BellSouth and 1ts sub31dla*xes have

,mada exten31ve and exclusive use of the BELL marks~ﬁﬂn,l

‘assoc1aticn with telephones and related goads and servxces
and have spent substanc1al suma in- advert131ng 1cs telepbone—
related services under these marks, the court £1nds LhaL Lhe

-EELL mark is a streng and famous trademark for telephones and

-related goods andv erv1ces In vxew thareof BellSauth haa a .

-brcad scope cf PrOLCCt on for xts BDLL marks

rndusnr&eswinc\ V. Tupon Foods, Inc., 2 U.§.P.Q.2d 1646 (1TAB

26
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1986) ; J&JI Snack Focds Corp. v, McDonald's Coxp.. 32 F. od

1460 (Fed. Cir. 1991:.

D. SIMILARITY BETWEEN THE BELL MARKS AND B.E.L.-TRONICS MARKS

23. In evaluating similarity,of-:he~marks, the court
must eXamidE the overall impréséion created by the marks,
inciuding'the manner in which théy are displayed. E,._ Remy
Martin & Co., 756 F.2d at 1531.

24. Similarity of warks "is determined by considering

the overall impreasxon creaLed by the mark(s]'as_a whole

_Jobn H Farland Co. Clarke ‘ Inc.., 711'F52d at 975

meth Gir. 1983). However,.,"iii'is (alse) app10pr1ate ;n,
devermlnlng the question of llkellhood of confusxon to give
greater weight to the ... dommnant,parts of a composite mark,
for 1t is that which may rake the greatest impregsion on the

ordlnary puyer. Jameg_wBurrouahs;;Lth Voo o8ign  of  the

Beefeater, Inc., 572 F.2d 574, 577 (7th Cir. 1978). The
dominantprriiqn of the'EELATrcniqs mark is the word WBEL"‘
25, At the outset, 59éiétroni&é”contahded that the
comparlson rmade is merely. between BELLSOUTH PRODUCTS and BEL-
TRONICS because ‘the mazks appear on the telephonea offared by
the reapectmve partles However; for purposes of the
zplalntiff's trademark lnfringement casc, the court must also

consxdtr Lhe slmllar.tlcs metwaen the mark BELL ‘a8 shown in

U.S. Trademark chist atlon.Nc 1 565 562 (PTX 36), sub;ect to
the COﬁdlthns of use E&t forth theraln, and the BEL TRONICS

maxrk shonn on c¢ordless teléphofies, caller identification

27
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units, or telephone answering mé\c’hines. The RELL mafk im
regigtered f£or celephones and accessories and telephone
answering machines. These are the very goods at iseue in this
case. The_BSLL mark creates :’hé.;i’rﬂpressi;on of a be‘il' as in
the. sounding of a bell. .The BEL pref:.x in BEL- TRONILS 5
creates an ldentical sound ag the BELL pretlx in BELLSOUTH4

The mark BELL is identical to Che BEL pr,ef)_x- in sound and only
slightly differs in spelling. There has been testimony in

this case. Lhat the BEL- TRONICS may _be confused vf"or_ a |

contract:.on of BELL :.LECTRONI‘CS " When BELC TRONICS is ylacadl-
on a telephone or related product -_h_e pub.l'ic is 11ke“1_.y (o)
believe that it is ass_ocna;ed or-.conn.ec_tjed with BellSouth or
gome other BELL c’omp_a-n’y.. This associdtion is directly

‘resulting from the similarity of the BEL-TRONICS and the

federally registered BELD'marks-;_

26. 1In view of the -s"i::m'i--ia-ri-ty, rela‘te‘dr’esé and
idencity. of the goods and services of rhe parties hereto,
confusion. is - llk‘e.ly between the Bel tronics and. BellSouth'
marks for telgghone and_-teleghone_—;_relacedr,pfodub_tis.

27. Hoth the B*e1-1,s_out'h'--»aﬁd-:-11'3:%_'-321-c.ronic-s offer and sell

telephones ands;a-_}.-i__er-_,i;cig‘gzn»-i--.f’ijcfzi units. Although the B&l-

tronics’ cordlec:q te-Lepho*ze op"“xates at a diff@rent, frequency-

than the BellSouth cordles "‘eElephones and’ the. pr-’;;cef_
variations are cc‘ansi;déf_abl’é,—-f'.g‘;ﬂhe:i,cguzrc still finds a

likelihood of confusion as to their sources.

28
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28, BellSouth and BRel-tronjcs employ the same
channels of trade in selling and advertising their products.
E. PRIOR KNOWLEDGE BY BEL-TRONICS -

2%. BellSouth need not show an intént to confuse in
order to prove its case for anaif competition and trademark

infringemenc. Jellibeans, Igg. 716 F.2d at 833, n. 23,

2+ 228 F.Supp. 238, affrd,
352 F.2d 516 (Sth Cir. 1966). '

30. Alchouqh one doas not have tao pzove bad fdlth in .

'order to prevall in an. actlon for’trad’mar& infringement of a -
vfbderally registered mark, a plaintlff must prove more than

" the defendant’s mere knowledqe cf plaintiff's prior similar

mark in order to HBLabllSh bad £a1th usw,ﬁts Faghion

v. Papnill :.Kg:;_tt.;nq_-c«a - 833 F.2d 1560, 1565 (Fed Cir. 1s387).

In the instant case, Plaintiff nas shown that che deferidant
had prior knowledge of plalntlff s faderally registered
trademark when it began using jthe'-BEL¥TROﬁiCS wark on
telephones and related _prqduété.-;_ The.vcourt finds this

1nsuffic1ent to establish. bad falth} The facte of tbls EA8e

are- dlfferent fram~a "newcomer“ case where a newcomer encers
<8 markec us1ng a well establlsh;d;mark of another already Ln'

nhat-marketr Here,vBel tronlcs dld not salecn a new mark

Bel- tronlcs has been sexlg;_velecr*onlc prcducus ualng che

BEL TRONICS maxks for over twenty f;ve (25) years, and as pdrt
of a natural expanq;on of its prcdnct llne,.qought T transfuz

the goodwill that it had.buxln qgrlnsthevelectronlc autgmanxve

29
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industry to the telecommunications industry.

31. In determining whether a defendant acted in bad
faith in adopting a mark that is go similar to the plaintiff’s
Chat it is llkely to cause nonfuaxon, the court must determlne
whether the defendant 1ncended to bene£1t from the plalntlff'“.
reputahlon. The court finds that Eel ~tronicg dld not 1nLeﬂd
profit from BellSouth’s reputarlon in the telecommunications
industry,-but only sought to benefit frowm its own reputation

over thﬁ,é&st twenty-five (25) years.

32. Béséd”ch theiﬁéiééoiﬁg; the court finds that the.
record d0es not support a f*ndlng that Bel- -tronics acted in‘

bad faith in deciding to use the BEL-TRONICS wark on

F. ACTUAL CONFUSION
33. BellSouth need not show actual confusion in order

to prove its case for unfair competition. E.Remy Maruvi

Cg., 756 F.24 at 1529-30' ngn-chcugnfndt“vequired tﬁéfcourt
f;nds that the evmdenbe supports a. fzndhng of ‘actual cenfusion
in ths case o

'34¢ The evidéﬁce-of.éétﬁai.cbhfuéiOn inClﬁdes: (1)

confused profe351onals, such as Ma¢colm Paton.and Earl Signer,

Ji .5 fl?)f cenfused nuqtomers or: retallere of BellSouth

products’ telephone products in»mmad rectlng calls: KBJ the -

jand ochers, 1nclud1ng the

miéeaaﬁértisemgnts_by HifslfBu.>
reference to "Put  a BEL ih your pocket“ (é) ,contus¢d

reSpondents-to 3 survey conduocted by Roper Starch indicating

30
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that 22% of the respondants wrongly believed that Eal~troni§s'
cordless telephones were associated, affiliated or connecrted
with a telephone company and 75% of those who thought so
because of its name. Although Bel-tronics introduced the oral
testimony of Mr. Alvin Osgib, whé.tésﬁified that the BellSouth
sﬁrﬁVe_y had "major flaws" whvich;bia;sgd- the results against Bel -

tronics, in light of the other noted actual confuéioh, the

court finds that the evidence, including the BellSouth survey
established agtﬁal confugion. | |
G.  DILUTION. |

35. The”GeQrgiaiAnti~diiutién Statue préﬁibits ﬁsé of

another mark that will lessen the unigueness of the priox

user s mark. O.C.G.A. §10-1-451(b): Amatax Corp..v. Doming’g
pizza, Ing,, 615 F.2d 252, 265 (5th Cir. 1980), gert. denied,
449 U.S. 899 (1980). A diiution plaintiff need not show that

the parcies are competitors, nor must the plainciff show any

ebldence of actual confusion. Robarb, -Ing;

, 21 U.8.P.Q.2d 1743, 1754 (N.D. Ga. 1991).

grg
36, Dilution requireév3§me:pfécf5thét:usé.théc the

use of a trademark {bY'andfﬁé#7 decreases the plainclf¢r

-commercxal value' 1f the ?léintiff holds- a 'dlﬁtlﬂCblV&:

trddpmark, it 1ia enough'~thét the deféﬂdéﬂt hﬁﬂf madé;'

-vagnlficant use of a very 51mllar mark;l Communxrv depral;'

1§§vinq5_&-Loan»AssB¢J 678 F.2d at '1035 (’th Cir 1982) .

37. The aoprt,'hQViﬁg'fduﬁd7actual confusiOn, finds

that Bel-tronics’ use of the mark BEL-TRONICS in connection

31
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with the telephoner and relared produccs isa likely, iE
continued, te dilute the BELL mark by lesgening the uniquencss
and distinctivenesw of the rrademark BELL and the other BELL
;MarKS'Owned.ahd usead by-Bellsochv O0.C.G,A. §10-1-451(b}. IFf
Bal- tronics ie permittad to use the phonetic equValent *“BEL"
in assoq;atxon with telephones and related products, the value
of the BELL marks will bes eroded.

H. VIOLATION OF GEORGIA DECEPTIVE TﬁAbE-PhRCTICES Acr

»39 The Georgia Deueptlve 1rade anctxces Act deflnes
certain trade pracrxces as decepCLva and chus subject to
xngunction. 0.C.G.A. § 10-1-370. :Among those decepcive'and
prohibited trade practices are pagsing off goods and services
as these of another, O0.C.G.A. §lQ~1-372(a)(1); éausing
1ikelih¢9d of cénfusion fmi of misunderstanding as te the
sourée; gsponaorship, approval or certification of goods or
services, O.'C.G.AA- § 10-1-372(a)(2); causing likelihood of
confusion or of m;sunderstand*ng as to the affi‘iatidn,
connectlon or asaoc14t10n w1ch or ccrtiflcatlan .of .another,
0.C.GLAL § 10 1- 372(a'(3): rﬂpreeentlng that gobds or services
have dponsorshlp, approval~ _characcerlstxcs, -angredien-s,
-dbé§g benufits or qualities EhAE - they do not have ox that a
‘perqon has spousorshlp, approval s;;tus,~aff%liat;on'or

connactlon that he. doeu not have,-q7¥°G'A; § id-i~372faf(5):

apd, anqaq:ngl,ih othr ccnduct whlch sxmilarly' creanea a

likelihood of confusion or o,;f_ misupderzzavndimj!‘ ‘0.'0«"5-';@1- 5

10-1-372 (a) (12) .

Lt
|23
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40, In order to prevail under the Uniform Deceptive
Trade Practices Act, BellSouth neéed not prove compatition
between the parties or actual confusion or misunderstanding.
0.C.6/A. § 10-1-373(b). The Act further provides that
injunctive religf. is available wibhouﬁ' proof of monetary
dawage, loss of profits or intant to deceive., 0.¢.G.A. § 10-
1-3724{a). The réquirements for injunctiVe reiief,under the
Uniform Deceptive trade Practices Aet are less stringent than
under any of the other sections desling with protection of
trade name and trademarks. The plaintiff need. _Q;rcve néither
actual‘cénfuéicn or direct competition in Oréér ﬁcvbe gréﬁted

an injuncticn, but only must show that the defendant’s use of

a riame causes confu91on to. others using reasonable care. 1Lé4

L% HaV1ng already found actual confuslon in Chls
'case,'tﬁéjCQQrt»flnds’:hat Eel-tronmcs' ugse of the mark BEL-
TRONICS. in connection with telephones and related products is
a violation o©of the Georgia Deceptive Trade Practices Act,

0.C.G.A. § 10-1- 370 et séq., K llkelihood of. confision has

alsc been shown, as get £orth her; iabove,

H. REKEQY

' 42. Waighlng all cf the iorgolng, the-court.fihds
that a nelephone oxr. related product bearing the. mark BTL
TRONICS i8 1ikely to be confused as a product af a Compdﬂy
that shave ih»ﬁhéuharxtagavqﬁ the former WHell Systamﬂ; As

such, there exists a likelihood of confusion between HEL-

33
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TRONICS and Bellsouth, as one of the former “Bell System"

companies., Bel-tronicg’ adeption and use of the mark BEL-

TRONICS in cemnaction with telephones and related products
thus constitutes acts of unféir:ccmpetiuion and trademark
infringement in violaticn of 15 U S C §llza(a)

43. The court finds that in llgh* of the foregoing,
BellSouth has no ‘adequate remedy at law and is, therefore,

entitled to injunctive relief precluding further use of the

tmark "BEL-TRONICS" or any other marks ©r .names ﬁonfusingly

slmllar to any BEJL mazk owned by B

44, More specif;ca;ly, for:ché=barﬁiés‘ guldance, the
court finds that the,défgndaht is;énjoihéd_frbm use of the
marks BEL, BEL in the ellipse;'apdﬁBELaTRONICS a8 a trademark
on its teiépbcnes, -teléphbne _éQHipment and cadllerxr
identifiéation units or in'conheétidn with any advertigement
cf the same.

45, As FCC and UL regulatlons for manufacturers of

helephone equzpment requlre that the manufactu I3 oL the

-equlpmenu be ldentlfind on the ‘eq _pment CPR § 68:300 and UL

.65;2,'Dé£endant-ls,permxtced-to~u59'1ts'carpprate name BEL-

TRONICSE LIKITED in:cénhéécioniw{ﬁh telcpHOneé' telephione
eQUmeenL and caller 1dent1£icac10n unlts or 1n uonncctlcn‘
with anv auverC1semant of tbe same Io avoxduthe pOBSlbllltY
of coqfusxon with thc plazntiff the defendant must 1nclude,
adjacent to che co*porate nama. a disclaimer in the follbwing

form: "NOT A?FILIATED WITH ANY PORMER BE hYSTEM-EN]ITY“

34
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whenever the corporate identity BEL-TRONICS LIMITED is used in
connection with telephones, telephone equipment and caller
identification units or in connection with any advertisement
of the same

46. The Defendants will be given a period of 90 days
to sell off its existing inventory Qf telephones and calleér
identification unite bearing thé QEL~TRONICS mark in forms
prohibited by this injunction.

47. A.limited injunctionrig pfdpér.in this~casewfor4
the Bel-tronics has bden in bu51ness for twenty-:ive years and
should be able to trdde off itsg raputation and good will in
the automotive electronics’ industry. Additionally, the court
finds t_:hat the disclaimer will 'avoid the potential for
confusion in the future.

T. DAMAGES

48, When a violation of any right of a trédamarkA
cwner has been est"ab‘lj;s_heé}., the Lantham Act provides. for
damages for such infﬁin@émen; wblch may include (1)
defendants’ profits; (2) any  damages ~s¢§;aiﬁed' by the
plaintiff; and (3) the cost of the actien. 15 U.S.€0 5
1562, 1564 (llth Cit. 1986)

1117(a); Ramada_ Co., ‘6§04 F.2a

49, Although the Bleventh Clrcuit doaq not raqulre a

higher showing of culpabi lxty or bad ﬁalth or’ mal;;e'in~crder

for the plaintiff to recover profits, Burqer_K;na C@rn

Ma , 855 £,2d 779, 781 {lith cir. 1980); Gold Xisk, 708

35
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.Supp. at 1304, the court must look at the totality cf the
circumstances in order to make determination to award profits.
The Bleventh Circult requires that all monetary awards be made

subject to the principles of equity and no hard and fast rules

dictate the form or quantum.df ?eliéf that should be awarded

in this case. ason, ©55 F.2d at 783

(11th Cir. 1988). Section 35 of .the Lanham Act, 15 U.8.C. §
1117, ‘"confers upon the district court a wide scope of -
digeretion to determine therPer relief ‘due - an, injured
party.” Id. at 78l. | - | '

50. BellSouth seeks'dh&ages basedrupcn the Bel-
tronice’ gross sales of infrihging'Mthhéndise. Having herein
found that there. exists no evidence of bad faith in the
defendants’ adopting the ctrademark BEL:TRONICS, the oourt

finds that the award of the defendant’s profits in this case

is not justified.
2. BellSouth also tééﬁesﬁs atrorneys’ fees in this

case. Under 150.S.C. 51117-'innéxcéptiohélacases;'Uhis court:

may award reasonable anterneys' fees to the . prevailing party
The standard For the definxtxon of “e¥cepc1onalﬂ is defxn?d as

"maliCious, Eraudulcnt,- dellberate and w131fu1 behaV' "

Gold Kist,=fﬂd;;;-TCbhéararzinél 708 PvSupp 3t 1304. ffhé:

court, havxng Lcund Lhat altbo, \ Bel troulcs was aware of a- .
potential problem us:ng ltS ¢ rporate'zdeutlty an fL‘eOhOnES'
and related produdtd, it simply aLsircd to Lransfer the

.

goodwill that it hid built in the automotive-ralated product s

16
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industry for over a period of twenty-five (25) years, finds

that attorneys’ fees are not warranted in this case. The
court. finds rhat the defendunte’ good faith attempt to use its
own name and capitalize of the goedwill that it ‘had __d_evs‘e_lr’q’p‘éci
in other ma:kats was reasonable'ahd-nét far tﬁe purpose of-
leeching off of the héri_tage_ of  the family of -Bel-l.;:,
Accordingly, BellSéuth is not entitiéa to recover enharced

damages or attorney's fees in this case,

53. Any conclusions of  law .which are propefly

£indings of fact are hereby adopted as sushi - . -
CONCLUSTON

Plaintiff’'s request for'injuncuiye~:e;ief‘is hereby
GRANTED, subjeét to the limitations and conditions hergin
stated. Plaintiff’‘s requeaﬁ for defendants’ profits, enhanced
damages and attorneys’ fees are hereby DENIED.

SO ORDERED this A3/ day of September, 1994, o

37
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